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UNITED STATES CIRCUIT COURT OF APPEALS 
THe THappeus Davips Company vy. CorrLANpt I. Davips, et al. 
Second Circuit, January 8, 1912. 


1. TEN-YEAR MArK—Proper NAME. 

The rights secured in a proper name, by the registration thereof 
as a trade-mark under the ten-year clause of the act, do not impair the 
right of another than the registrant to use his own name in his busi- 
ness. 

2. TEN-YEAR MArK—Proper NAME—INFRINGEMENT. 

A mark registered under this clause, and consisting merely of a 
family name, is not infringed by the use thereof by another of the 
same name, though the manner and position of such use be similar 
to the use thereof by the registrant. 

3. UNFAIR COMPETITION—]J URISDICTION. 

A federal court has no jurisdiction of a suit for unfair competi- 
tion between citizens of the same state. Such a suit is cognizable only 
by the state courts. 


On appeal from a decree of the United States Circuit Court 
for the Southern District of New York, in favor of the complain- 
ant. 

For opinion below, see Reporter, Vol. I, p. 215; on demurrer, 
165 Fed. Rep., 792; 178 /d., 8o1. 


Emerson R. Newell, for appellants. 
W. P. Preble, for appellee. 
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Before Coxe, WArp and Noy Es, Circuit Judges. 


Coxr, J—We have held that the surname “Davids” was a 
valid trade-mark under the ten-year clause of the Act of 1905. 
Davids v. Davids, 178 Fed., 801. The question now to be con- 
sidered is: Do the defendants infringe? We see no reason 
why the defendant, Cortlandt I. Davids, who is a lineal descendant 
of the original Davids, who established the complainant’s busi- 
ness, may not engage in the manufacture and sale of ink and use 
his own name in the business. He has the same right to use 
his own name as if it were Jones or Smith. Howe Scale Co. v. 
W ycoff, 198 U. S., 118. Indeed, this right is expressly conceded 
by the bill. The contention of the complainant is that though the 
defendant may use his name, Cortlandt I. Davids on the label 
he has no right to use it at the top of his label, which in all 
other important respects, is dissimilar to the complainant’s labels. 
It must be remembered, however, that we are not dealing with a 
case of unfair competition, but with the case of a registered 
trade-mark pure and simple, the trade-mark consisting of the 
single word “Davids.” The use of this word is not limited to 
any particular position on the label and it is impossible to con- 
ceive that its position at the top of the label will be an infringe- 
ment and its use at the bottom, or in the middle of the label, will 
not infringe. It follows, therefore, that the conceded right of 
the defendant to use his name can not be unlawful if used at the 
top of his label. If he has a right to use his own name in busi- 
ness he has a right to use it anywhere. He has a right to place 
it where the proof shows it is generally placed by the manu- 
facturers of ink, namely at the top of his label. The location of 
the trade-mark is not an element, especially where no mention 
of the location is made in the statement or declaration. The 
“statement” says upon this point that: 

“It is customary to print the mark upon the labels which are 
attached to the receptacles containing the goods.” 

The use by the defendants of the words “Davids Manufactur- 
ing Company” at the bottom of their label is not, in our judgment, 
an infringement of the registered trade-mark. The complainant 











G. HEILEMAN BREWING CO. V. INDEPENDENT BREWING CO. 47 


has, we think, confused his right of action which is for infringe- 
ment of its trade-mark with an action for unfair competition. 
We have no jurisdiction of the latter action as the parties are 
all citizens of the State of New York. If the complainant is 
satisfied that it can maintain an action for unfair competition, 
it should present it to the Wourts of New York which alone have 
jurisdiction. 
The decree is reversed with costs. 


* * * 


Noyes, Circuit Judge ( Dissenting ).—We have held that the 
complainant has a valid registered trade-mark in the name 
“Davids.” This requires us to hold, as it seems, to me, that 
the prominent use of the same name in the same business by the 
defendant should be enjoined. If the decision of the majority 
be well founded, we meant little in saying in our original opinion 
in this case that if a mark “‘is entitled to registration it is entitled 
to protection.” It must now be accepted that while surnames 
may become valid registered trade-marks, they are infringed by 
the use of the very name and nothing besides; there is no latitude 
in protecting them. 


[In commenting on the decision of the Circuit Court (Reporter, Vol. 
I, p. 219), we said that that decision furnished the first definite and satis- 
factory construction of the ten-year clause. With the reversal of that 
decision, the confusion attending the construction of this clause seems 
to be at its worst. What may now be the meaning of that clause, or its 
practical application, it would require some hardihood to even conjecture, 
in the light of this last pronouncement. A valid trade-mark that appears 
not to be infringed by another’s use of the same mark is a puzzling 
anomaly in the law. An application for a writ of certiorari in this 
case has been made to the United States Supreme Court.] 


G. HEILEMAN BREWING Co. v. INDEPENDENT BREWING Co. 
(191 Fed. Rep., 489.) 
Ninth Circuit, November 6, IQII. 


1. INFRINGEMENT—UNFAIR COMPETITION—JOINDER OF ACTIONS. 
A cause of action for unfair competition is properly joined in 
equity with one for trade-mark infringement. 
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2. INFRINGEMENT—DEFENSE—COMPLAINANT’S FRAvp. 

The false use of a notice of copyright upon the label of complainant 
is no defense to a suit for trade-mark infringement and unfair compe- 
tition. It is a misrepresentation in no, way touching the goods and can 
mislead no one to his injury. 

. LAW OF 1905—NOTICE OF REGISTRATION, 

The failure to apply to his label the notice of registration pro- 
vided by the statute does not defeat the complainant’s cause of action, 
if he prove actual notice of registration to the infringer. 
INFRINGEMENT—CONFLICTING MARKS. 

The question of infringement is to be determined by the likeli- 
hood of the consumer being deceived. The simulation of the most 
prominent and distinctive features of the complainant’s label sufficing 
to work that result, a case of infringement is established. 


Appeal from a decision of the Circuit Court of the United 


States for the Western District of Washington, Northern 
Division, sustaining a demurrer to the bill of complaint. 


G.lVard Kemp, E. T. Fenwick and L. L. Morrill, for Appel- 
lant. 
R.S. Jones, for appellee. 


Before GILBERT and Ross, Circuit Judges, and WOLVERTON, 
District Judge. 


WoLveERtTON, District Judge—This cause comes here on 
demurrer to the bill of complaint; the demurrer having been sus- 
tained and the bill dismissed. 


The complaint sets forth, in effect, omitting the formal parts, 
that complainant has for more than eight years preceding the com- 


mencement of the suit manufactured at La Crosse, in the state 
of Wisconsin, a certain high quality of beer which it has marked 
and designated by the use of a label, which said label has been 
employed for the purpose of identifying the true and genuine 
product of the complainant and the quality of the goods bearing 
such mark. <A copy of the label is annexed to the complaint and 
marked “Exhibit A.” 

It is further alleged, upon information and belief, that, prior 
to the adoption of the label and mark by complainant, it had not 
been used by others to designate the same or a similar kind of 
goods; that the same was original with complainant, and does 
now and always has designated the true and genuine manufacture 
of complainant, except for the use thereof by defendant in manner 
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as alleged ; that upon application and compliance with the statutes, 
rules, and regulations pertaining to the registration of trade- 
marks, complainant obtained from the United States Patent 
Office a certificate of registration of its said label, bearing date 
June 25, 1907, and numbered 63,492, a certified copy being an- 
nexed to the complaint. 

The mark of complainant used for designating beer is de- 
scribed as consisting “essentially of a cenventional or typical 
Dutch or German scene with an inn and table surrounded by 
drinkers and with a subterranean or underlying passage, recess, 
or room showing vats, barrels, or other receptacles such as are 
ordinarily employed for storing beer, together with a scene of a 
cooper or coopers making or working upon the building of a 
barrel or butt,’’ which, it is alleged, was original with complainant, 
and has been used exclusively by complainant for designating 
the beer of its manufacture for the period designated, namely, 
since about January I, 1902, except its wrongful use by defend- 
ant, which use has been by continuously and uninterruptedly ap- 
plying the same directly to bottles or other receptacles containing 
beer of complainant’s manufacture, and which said beer has been 
shipped, transported, and sold in interstate commerce between the 
state of Wisconsin and many other states of the United States. 


The complainant further shows that it has expended large 
sums of money and a great amount of labor in perfecting, adver- 
tising, and exploiting its said beer, to the end that the quality of 
said beer shall and has become known to the public; that the pub- 
lic, by reason of such excellence of quality and by such exploiting 
has come to know the beer, the manufacture of complainant, as 
and for a high grade and quality of beer, and to know that said 
beer is designated by the mark and label attached to the complaint, 
and the same is purchased and designated by the purchasing 
public by the mark and label aforesaid; that complainant is now 
and always has been since about the said 1st day of January, 1902, 
the sole and exclusive owner of the said mark and label, and is 
now entitled to the sole and exclusive use of the same in the 
designation of its product. 


It is then further shown that 


‘with full knowledge in the 
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premises and of the reputation of your orator’s beer and of the 
demand existing for the same and in the use and meaning of 
your orator’s.said mark and label consisting of the Dutch or 
German drinking scene with the subterranean room or passage 
containing barrels or butts as indicating and identifying the 
quality, origin, and genuineness of your orator’s beer, the defend- 
ant, the Independent Brewing Company, of Seattle, in the county 
of King and state of Washington, the corporation as aforesaid, 
meaning and intending to divert and secure to itself such portions 
of the good will of your orator’s business in manufacturing and 
selling beer and to destroy for its own profits by unlawful means 
the reputation of and demand for your orator’s beer wholly with- 
out your orator’s consent and against its repeated protests, has 
manufactured and sold beer of a quality different from and in- 
ferior to your orator’s beer in this district and elsewhere, and has 
used upon such beer in connection with the sale of the same your 
orator’s trade-mark in so nearly the exact form and configuration 
as employed by your orator as to deceive purchasers into believ- 
ing that the beer, the manufacture of the defendant, was and is the 
beer manufactured by your orator, and to confuse and defraud 
the public into purchasing the defendant’s beer believing it to be 
the beer of your orator.” A copy of the mark and label employed 
and used by the defendant is also attached to and made a part 
of the complaint, being marked “Exhibit C.” 

The complaint further shows that the defendant employs 
the said label exemplified by Exhibit C in the same manner as 
complainant employs the label exemplified by Exhibit A upon the 
pure and genuine manufacture of complainant, by attaching the 
said label directly to the bottles containing the beer and manu- 
facture of defendant. “That the bottles to which said labels of 
your orator as exemplified by Exhibit A and the infringing label 
and mark as exemplified by Exhibit C are attached, 
are cylindrical in form and of such proportion that 
the labels exemplified by Exhibits A and C, when 
so attached to bottles as aforesaid, are not visible in their 
entirety, but only in sections, and that certain sections of the 
label exemplified by Exhibit C more nearly resemble correspond- 
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ing sections of your orator’s label exemplified by Exhibit A than 
as is the case with other sections.” That the defendant (this on 
information and belief) “has sold beer not manufactured by or 
for your orator bearing the said fraudulent trade-mark and label 
among the several states of the United States, and has without 
your orator’s consent reproduced, counterfeited, copied, and 
plainly obviously imitated your orator’s said trade-mark and label 
to your orator’s great loss and injury.” ‘That the defendant con- 
tinues to unlawfully interfere with and divert your orator’s busi- 
ness and the profits therefrom to its own use and behoof, and that 
the public has been and continues to be misled, and that the beer, 
the manufacture of the defendant, has been and continues to be 
sold as and for the true and genuine beer of your orator’s manu- 
facture for many years known and in demand as hereinbefore set 
forth, and that the use by the defendant of the said infringing 
mark of your orator and of his peculiar configuration displayed 
thereon has the effect of enabling and promoting the impairment 
of the reputation of and the demand for your orator’s beer, and 
the fraudulent and unlawful sale and substitution of the defend- 
nt’s beer as and for the beer of your orator’s manufacture to your 
orator’s great loss and injury and to the great loss and injury 
of the public.” This is followed by appropriate allegations re- 
specting the value of the good will of complainant’s business and 
the value of its right to the exclusive use of said trade-mark, and 
the amount of injury it sustains annually by reason of defend- 
ant’s infringement of its said trade-mark, together with a prayer 
for an accounting and injunctive relief. 

The demurrer assigns as reasons therefor the following: 

“(1) That said bill does not state facts sufficient to constitute 
a cause of action in favor of the complainant. 

‘“(2) That there appears no equity in the bill. 

“(3) That it appeareth by complainant’s showing in said 
bill that it is not entitled to the relief prayed for, nor to any other 
form of relief, against the defendant. 

‘“(4) That it appeareth by said bill that complainant’s claim 
of right to relief is based upon the fraud of complainant itself, 

and other fraud, and such bill should be dismissed.” 
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The appellee insists at the outset that the bill of complaint 
states a cause of suit for the infringement of a trade-mark only, 
and not at all for unfair competition in trade. In this we think 
counsel is in error. A suit for unfair competition may be main- 
tained where there is no lawful trade-mark involved, which con- 
sists essentially in palming the goods of one manufacturer or 
vendor off for the goods of another. This is a fraud not only 
upon the manufacturer whose goods are assimilated and replaced 
in the market, but upon the general public as well, which does 
not get what it supposes it is bargaining for. For the fraud thus 
perpetrated, the individual or the manufacturer, as the case may 
be, has his or its cause of suit to prevent the recurrence of the 
imposition, and for such damages as may have been sustained on 
account of it. Lawrence Mfg. Co. v. Tennessee Mfg. Co., 138 
U.S., 537, 11 Sup. Ct., 396, 34 L. Ed., 997; Elgin Nat. Watch Co. 
v. Illinois Watch Co., 179 U. S., 665, 21 Sup. Ct., 270, 45 L. Ed., 
305; Draper v. Skerrett (C. C.), 116 Fed., 206. A fortiori a suit 
may be maintained for unfair competition when the infringement 
of a trade-mark is resorted to as a means of accomplishing the 
purpose. As is said in the books, “Trade-mark infringement is 
but one form of unfair competition.” Hopkins on Trade-Marks, 
44. In such a case it is altogether appropriate that the party 
claiming to be injured should conjoin allegations of infringement 
with averments of unfair competition. Indeed, he could not well 
state his case otherwise. There can be no objection, therefore, 
to joining the two causes of suit in one complaint, and it is true 
also that he might succeed in one cause alone and fail in the other. 
By fair intendment the complaint in the present cause combines 
both elements of fraud, infringement, and unfair competition 
in trade. This appears sufficiently by such allegations as “that 
said beer is purchased and designated by the purchasing public by 
the said mark and label appearing upon said beer,’ and that the 
defendant “has used upon such (the defendant’s) beer in con- 


nection with the sale of the same your orator’s trade-mark in so 
nearly the exact form and configuration as employed by your 
orator as to deceive purchasers into believing that the beer, the 


manufacture of the defendant, was and is the beer manufactured 
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by your orator, and to confuse and defraud the public into pur- 
chasing the defendant’s beer believing it to be the beer of your 
orator,” and further: 


“That the defendant continues to unlawfully interfere with and 
divert your orator’s business and the profits therefrom to its own use 
and behoof, and that the public has been and continues to be misled, 
and that the beer the manufacture of defendant has been and continues to 
be sold as and for the true and genuine beer of your orator’s manufac- 
ture for many years known and in demand as hereinbefore set forth, and 
that the use by defendant of the said infringing mark of your orator 
and of his peculiar configuration thereon has the effect of enabling and 
promoting the impairment of the reputation of and the demand for your 
orator’s beer, and the fraudulent and unlawful sale and substitution of 
the defendant’s beer as and for the beer of your orator’s manufacture, 
to your orator’s great loss and injury and to the great loss and injury 
of the public.” 


It is next insisted that the complaint shows on its face that 
the plaintiff has been continuously perpetrating a fraud upon the 
public by holding out that its label has been copyrighted. The 
copy of the complainant’s label attached to the complaint contains 
the words printed upon its face at the lower right-hand corner 
thereof in small type, “Copyright 1902 G. Heileman Brewing Co.” 
Nothing is contained in the complaint respecting the copyright, 
nor is anything claimed because of the fact that the label was in 
reality copyrighted. It is quite true that the trade-mark relied 
upon, and which is claimed to be infringed, if it contains mis- 
representations misleading to the public, can not be made the 
basis of relief in equity. Thus, when it is the object of the trade- 
mark to indicate the origin of manufactured goods, and a per- 
son affixes to goods of his own manufacture a trade-mark which 
represents that they are the manufacture of some other person, 
the representation operates as a fraud upon the public which 
equity will not countenance. Manhattan Medicine Co. v. Wood, 
108 U. S., 218, 2 Sup. Ct., 436, 27 L. Ed., 706. To the same effect 
is Connell v. Reed, 128 Mass., 477, 35 Am. Rep., 397. The 
principle, however, has no application to counsel’s contention, for 
if it may be said that the words “Copyright 1902 G. Heileman 
Brewing Co.” misrepresent the fact, and there is nothing to 
show that they do, no one, neither the public nor any individual, 


could be misled to its or his injury thereby. They in no way 
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contain any representation touching the goods which the label 
is designed to designate. 
It is next urged that no suit can be maintained because the 
registered label or trade-mark does not have affixed thereto the 
words “Registered in the United States Patent Office,” or the 
abbreviation “Reg. U. S. Pat. Off.,” as required by statute. 
Section 28 of the Act of Congress of February 20, 1905, 
592, 33 Stat. 730 (U. S. Comp. St. Supp. 1909, p. 1286). This 
statute imposes the duty upon the registrant to give notice 
to the public of registration by affixing upon the registered trade- 
mark the words or abbreviation above denoted, and it provides 
that no damages shall be recovered in any suit for infringement 
by a party failing to give such notice as provided, except on proof 
that the defendant was duly notified of infringement and con- 
tinued the same after such notice. The averments of the com- 
plaint are ample to let in proof under the exception, and this dis- 
poses of the contention without further interpretation of the 
Statute. 


In the same relation it is' further urged that: 


“The claim to a trade-mark of a label is void if the label is published 
before it is registered as a trade-mark”—citing Bump on Patents and 
Trade-Marks (2d Ed.) p. 502, and notes. 

This authority is not at present accessible; but, whatever 
may be its text, in this country a trade-mark is acquired by use, 
and the use must antedate registration. Without it registration 
can not be had. By section 1 of the act of February 20, 1905, 
supra, the owner of a trade-mark domiciled in this country is 
entitled to have the same registered, and by section 2, in order to 
procure registration, he must show that such trade-mark is used 
in commerce among the several states or with foreign countries. 
So the registration comes only after acquirement of the right to 
a trade-mark by use. See, also, Hopkins on Trade-Marks, §§ 25- 
27. The complaint shows user prior to registration. If that be 
publication, complainant did only what the statute required of it. 
The objection is untenable 


The last and cardinal contention is that the label used by the 
defendant is not an infringement upon complainant’s trade-mark. 
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A simple inspection of the two labels, as shown by Exhibits A 
and C attached to the complaint, convinces one that the defend- 
ant’s label was suggested by that of complainant, which latter con- 
sists essentially, as is alleged in the complaint, of a conventional or 
typical Dutch or German scene, and the situation is really resolved 
into the question whether the defendant has so differentiated its 
label in the manner of its design and detail of execution as to 
avoid infringement of complainant’s label. There is a manifest 
effort at artful simulation to be attended with barely sufficient 
differentiation to escape infringement. Has the defendant suc- 
ceeded, and does the complaint so show upon its face? 

Some reference to the authorities will aid us in the solution. 
McLean v. Fleming, 96 U. S., 245, 24 L. Ed., 828, is a leading 
case upon the subject. The court there says: 


“Much must depend, in every case, upon the appearance and special 
characteristics of the entire device; but it is safe to declare, as a general 
rule, that exact similitude is not required to constitute an infringement 
or to entitle the complaining party to protection. If the form, mark, 
contents, words, or the special arrangement of the same, or the general 
appearance of the alleged infringer’s device, is such as would be likely 
to mislead one in the ordinary course of purchasing the goods, and induce 
him to suppose that he was purchasing the genuine article, then the 
similitude is such as entitles the injured party to equitable protection, if 
he takes seasonable measures to assert his rights, and to prevent their 
continued invasion. an 

“Colorable imitation, which requires careful inspection to distinguish 
the spurious trade-mark from the genuine, is sufficient to maintain the 
issue; but a court of equity will not interfere, when ordinary attention 
by the purchaser of the article would enable him at once to discriminate 
the one from the other. Where the similarity is sufficient to convey a 
false impression to the public mind, and is of a character to mislead and 
deceive the ordinary purchaser in the exercise of ordinary care and 
caution in such matters, it is sufficient to give the injured party a right 
to redre ss, if he has been guilty of no laches. * * * 

“Two trade-marks are substantially the same in legal contemplation, 
if the resemblance is such as to deceive an ordinary purchaser giving such 
attention to the same as such a purchaser usually gives, and to cause him 
to purchase the one supposing it to be the other.” 


The lower federal courts have uniformly announced the prin- 
ciple in numerous cases. In Enoch Morgan’s Sons Company v. 
Hunkele, Fed. Cas., No. 4,493 it is said: 

“Tt is not a question whether the defendant has in all respects imi- 


tated the trade-mark of the complainant, but whether he has so imitated 
it that the purchaser has been imposed upon.” 
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, 
So in Shaw Stocking Co. v. Mack (C. C.), 12 Fed., 707, 
the court affirms: 


“It is not necessary that the resemblance produced should be such as 
would mislead an expert, nor such as would not be easily detected if the 
original and the spurious were seen together. It is enough that such 
similitude exists as would lead an ordinary purchaser to suppose that he 
was buying the genuine article and not an imitation.” 


And again, in Cantrell & Cockrane v. Butler, (C. C.), 124 
Fed., 290, the court says: 


“Conformity of one label to another sufficiently to attract and deceive 
is not excused by ability to analyze the offending label and point out dif- 
ferences, which if known and recognized would avoid confusion. The 
ensemble does the mischief; the usual purchaser neither abstracts nor 
analyzes for the purpose of differentiation and judgment.” 


To the same purpose is Eagle White Lead Co. v. Pflugh 
(C. C.), 180 Fed., 579, where the court says: 


“The question of infringment is to be determined by the test of 
dominancy. The dissimilarity in size, form, and color of the label and the 
place where applied are not conclusive. If the competing label contains 
the trade-mark of another, and confusion or deception is likely to result, 
infringment takes place, regardless of the fact that the accessories are 
dissimilar. Duplication or exact imitation is not necessary; nor is it 
necessary that the infringing label should suggest an effort to imitate.” 


In Kostering v. Seattle Brewing Co., 116 Fed., 620, 621, 54 
C. C. A., 76, 77, this court said: 


“It is argued, and it is true, that the differences are apparent to any 
one who will read and examine the labels; but that argument does not 
meet the question which the case presents: Are the resemblances between 
the two labels such that the consumer is likely to be misled?” 


And again, in Keuffel & Esser Co. v. H. S. Crocker Co. 
(C. C.), 118 Fed., 187, 189: 


“While the words alone, if considered apart from the label as a 
whole, might not be deemed to present so close a resemblance as to con- 
stitute infringement, when connected with the associated lettering and 
general design, and forming a part of a label almost identical in size, 
shape, coloring, and lettering with that of the complainant applied to 
similar goods, it is very clear that the mind of the purchaser would readily 
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be deceived by the similarity and be quite as easily induced to purchase 
the goods of one as the other.” 


And in stating the law applicable, the court further said: 


“Tt requires the defendant, in offering his goods to the public, to use 
such method of wrapping, labeling, and cataloguing of his packages as 
not to lead an intending purchaser, of ordinary intelligence, using ordinary 
care, into the mistaken belief that he is purchasing goods placed upon the 
market by the complainant, when in fact he is purchasing the defendant’s 
goods.” 


A comparison of the alleged infringing label with complain- 
ant’s label will show striking features of distinct similarity among 
others less conspicuous that bear less or no resemblance. Both 
labels were undeniably designed to represent a typical Dutch or 
German scene. Each contains in representation an inn with 
people drinking at a table outside. The inn occupies the upper 
center of the defendants label, back of which appears the brewery 
of the manufacturer, while in complainant’s it occupies the upper 
right-hand side. Immediately beneath the representation of the 
inn in each label is a subterranean or underlying recess or room 
containing three barrels or casks; there being printed in German 
type on the heads of these, as shown by complainant’s label, “Old 
Style Lager,” and on the defendant's, “Old German Lager.” 
On the complainant’s label two persons, one with receptacle in 
hand, are passing by, while at the right are two workmen cooper- 
ing a barrel, and at the left three monks at table drinking. On 
the defendant’s label are represented four monks seated at a 
table in front of the casks or barrels in the subterranean way, 
and at the left in the lower left-hand corner are two artisans 
coopering a barrel. On the complainant’s label is represented a 
boiling kettle in another underlying passage, with two brewers 
attending it. This appears a little below the center of the scene, 
and another kettle is seen to the left hanging on a support over 
a fire, apparently unattended. Below this latter is represented 
a Bacchanalian scene. On the left margin of defendant's label 
is represented a kettle over a fire, not hanging, with persons about 
it apparently filling the kettle with ingredients, while above in the 
upper left-hand corner are two men at a tank stirring the brew. 
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The Baccahnalian scene is not represented on this label. On the 
complainant’s label may be seen also a man on horseback, he 
drinking from a mug and the horse from a watering trough in 
which is flowing water gushing from the rocks; this at the right 
of the scene; and in the center is found an ox cart to which are 
yoked a pair of oxen, while within the cart is a man drinking from 
a mug, and a man by the side of the cart waiting upon him. On 
defendant's label are represented at the lower right-hand corner 
a husbandman pitching hay or provender of some kind; above 
that, near the right center, a man plowing with a yoke of oxen; 
and still above, in the upper right-hand corner,women apparently 
gathering hops in a hop field. The complainant's label shows a sign 
hanging from a scroll attached to the cornice of the inn, with the 
words “Old Style Lager” printed thereon in German type, and 
the defendant’s sign hanging above the inn from a scroll attached 
to a standard with the words “Old German Lager” printed thereon 
in German type. Across the left margin of the complainant’s 
label are printed the words “Brewed and Bottled by G. Heileman 
3rewing Co., La Crosse, Wis.,” and some German script is found 
at the top, to the left of the center. On the defendant’s label in 
the center at the bottom is written “Brewed and Bottled by the 
Independent Brewing Co.,” the name of the firm appearing in 
German type, and below that: “Seattle, Wash. Guaranteed by 
the International Brewing Co. under the Food and Drug Act, 
June 30, 1906”—all in English type. There are other minor fea- 
tures pertaining to the labels, but not of peculiar moment. The 





complainant’s label shows green in its general tone, with drab 
and light orange shading for the buildings, stone walls, and scen- 
ery about. The defendant’s label, the same as attached to the 
complaint, appears in its general tone a light olive green shaded 
to a light orange; the shading bearing some resemblance to that 
of the complainant’s. 


Now, to one scanning the detailed description of these two 
Dutch scenes, or laying the pictures side by side, there could be 
no trouble in distinguishing the one from the other. But this is 
not the test. Will confusion result to the purchasing public by the 
use of the two not brought into direct or special comparison? 
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Would the ordinary customer applying at the counter for “Old 
Style Lager,” observing the care customary with purchasers in 
that way, be likely to be deceived or misled into buying “Old Ger- 
man Lager,” if it was offered him marked with defendant’s 
label? We are impressed that he would. 

A simulation of the most prominent and distinctive features 
of the complainant's label is found in the defendant’s label. The 
inn is there, with the legend in slightly different wording sus+ 
pended from a scroll; the representation of men drinking at a 
table outside of the inn is there; the barrels or casks in the sub- 
way are there; the monks drinking at a table at or near the casks 
are there; and the coopering of a barrel is there. In short, the 
“ensemble” is there, and that, says the court in Cantrell & Cock- 
rane v. Butler, supra, does the mischief. And quoting again: 


“The usual purchaser neither abstracts nor analyzes for the purpose 
of differentiation and judgment.” 


The complaint, fairly construed, we think, shows infringe- 
ment upon the face of it. What the evidence may show at the 
trial is quite a different thing. 

The judgment of the Circuit Court will therefore be reversed, 
and the cause remanded, with direction to overrule the demurrer. 


[Section 28 of the trade-mark act of 1905 provides as the only penalty 
for failure to give notice of registration in the manner specified in the 
statute, the inability to recover damages in a suit for infringement, except 
under certain conditions. The court seems to have lost sight of the fact 
that the absence of such a notice is no bar to injunctive relief in equity. ] 


UNITED STATES CIRCUIT COURT 


STRAUSE V. WEIL, et al. 
(191 Fed. Rep., 527.) 


Southern District of New York, October 24, 1911 


UNFAIR COMPETITION—IMITATION OF ARTICLE. 
The identical reproduction, except as to the name of the maker, 
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of the appearance and get-up of an unpatented article, going beyond 
what is necessary to produce an article fitted to perform the same func- 
tions, is unfair competition and will be enjoined. 
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In Equity. On rehearing of motion for preliminary injunc- 


tion. 





Briesen & Knauth, for complainant. 
Robert B. Kilgore, for defendants. 


LAcoMBE, Circuit Judge.—In denying this motion when first 
made, I was under the impression that, subsequent to the de- 
cision of appeal from preliminary injunction in Rushmore v. 
Manhattan Screw Works, 163 Fed., 939, go C. C. A., 299, 19 
L. R. A. (N. S.) 269, the same case had been brought up on 
review from final hearing and injunction refused. It seems that 
in this I was in error, and that this court is not constrained by 
rulings of the Court of Appeals from granting an injunction 
against copying the details of structure of a nonpatented article, 
if the court is satisfied that the imitation has gone beyond such 
resemblance as would be brought about by producing an article 
fitted to perform the functions of the one copied. It seems to 
me that in the case at bar there has been such unnecessary imita- 
tion, in general get-up, in style of lettering, in location and size 
of holes, etc., and I am not satisfied that the mere use of 
defendants’ designation in the lettering sufficiently differentiates 
the two articles. 

Injunction will be granted against the sale of irons which, 
like those already sold, are, except for the name, identical re- 
productions of complainant’s irons. The injunction, however, 
will be suspended for thirty days from entry of the order, and 
if by that time defendant shall have appealed, and perfected his 
record of appeal, so that the cause may be moved on the calen- 
dar of the Court of Appeals and preference claimed, this order 
will operate further to stay operation of the injunction until 
decision of that tribunal. 
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T. B. Woon’s Sons Co. v. VALLEY [RON Works 
(191 Fed. Rep., 196.) 
Middle District of Pennsylvania, October 19, 1911 


UNFAIR COMPETITION—I MITATION OF ARTICLE. 

Where the resemblance between the defendants’ article and that 
of the complainant is not shown to have deceived anyone, nor to have 
been prompted by an intent to defraud, there is no cause of action for 
unfair competition. 


In Equity. On final hearing. 


Prindle & Wright, for complainant. 
Brock, Becken & Smith, for defendant. 


WirMer, District Judge [after discussing the issue of patent 
infringement].—Another feature of this case is that of unfair 
competition. The bill alleges that complainant’s hanger has a 
distinctive appearance by which the trade have learned to know 
the product of the complainant, which it charges the defendant 
with simulating. This may all be true, but it does not appear that 
any one was deceived thereby, or that the complainant has been 
inconvenienced or made to suffer by reason thereof. Nor has 
it been shown that the defendant attempted thereby to palm off 
his goods with intent to defraud. This could and should have 
been proven, if such was the case. It furthermore appears that, 
before complainant placed his hanger upon the market, others 
have been manufacturing hangers of similar appearance, dis- 
tinguished only, as in case of defendant’s, by their distinctive 
trade-names. Both the defendant’s and complainant’s hangers 
have such distinctive names, and if the complainant desires to 
further impress his personality upon his product he will find a 
way to do so. 

The language used by the court in the case of Dunlap v. 
Wilbrandt Surgical Company, 151 Fed., 223, 80 C. C. A., 575, is 


very apropos, and expresses the conclusion of the court: 


“We fail to discover in the record any evidence of fraudulent intent 
on the part of defendants to palm off their goods on the public as the 
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goods of the complainant. * * * The general resemblance was not 
such as to deceive the class of persons who would naturally be expected 
to be interested in or purchase articles of this character. Moreover, those 
of the complainant were permanently marked as issuing from “The Globe 
Mfg. Co., Battle Creek, Michigan, U. S. A.,’ while those of the defendants 
were as indelibly marked ‘O. Q. Holman, La Grange, Ill... The name 
‘Globe’ appeared upon the former and the name ‘Eureka’ upon the latter. 
Thus far the defendants did not offend. * * * The literature used 
by the defendant’s advertising was equally distinguishable from that of 
the complainant; in fact, so much so as to relieve them from the slightest 
imputation of unfair dealing in that particular.” 


The other and further relief sought by the bill [in this 
particular] is denied. 


UNITED STATES DISTRICT COURT 


THE Wor Broruers & CoMPpANY v. HAMILTON, BROWN SHOE 
CoMPANY. 


Eastern District of Missourt, Eastern Division, January 17, 1912. 


1. UNFAIR COMPETITION—DEFINITION, 

Unfair competition consists in the sale of goods, as and for the 
goods of another. When an article is so marked as to indicate clearly 
the maker and to distinguish it from the product of his competitor, 
there is no unfair competition. 

2. UNFAIR COMPETITION—ACCOUNTING. 

When, upon an accounting to ascertain the damages and profits 
to be paid by the defendant, it appears that the defendant has suffi- 
ciently distinguished its goods from those of the complainant, only 
nominal damages are recoverable. 

3. AccouNTING—CosTs. 

When, on an accounting, only nominal damages are recovered, 
and prior to the beginning of the accounting the defendant tendered to 
the complainant the sum for which judgment was directed, the costs 
of the proceeding must be taxed against the complainant. 


Upon the hearing of defendants’ exceptions to the report 
of a master on accounting. 


James L.. Hopkins and Simeon N. Johnson, for complainant. 


Paul Bakewell and Luke E. Hart (H. S. Priest of coun- 
sel), for defendant. 
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Dyer, District Judge—On the 29th day of January, 1906, 
complainant filed its bill of complaint against the defendant in 
the Circuit Court of this district. 


The suit was for an alleged infringement of complainant’s 
alleged trade-mark, the “American Girl,’ by the use of the 
name “American Lady” by the defendant, and for alleged un- 
fair trade. 

The prayer was for an injunction and an accounting. The 
Circuit Court denied the prayer and dismissed the bill. 

From this decision the complainant prosecuted an appeal 
to the Circuit Court of Appeals for the Eighth Circuit. The 
opinion of that court is reported in 165 Federal, at pages 413 
to 418. On pages 414 and 415 the court said: 


“This action was brought by complainant in which it charges the de- 
fendant with infringing its trade-mark ‘The American Girl’ by the use 
of the name ‘The American Lady,’ and the portrait of a young woman. 
It further charges the defendant with infringing the catch phrase, ‘A 
shoe as good as its name,’ by using the catch phrase ‘With the character 
of the woman.’ It also charges the defendant with infringement by 
adopting its numeral numbers before mentioned for similar styles of shoes. 
It also charges defendant with unfair trade. Proofs were taken, and upon 
the hearing the Circuit Court dismissed complainant’s bill, and the case 
is brought here on appeal. 

“The first question for consideration is whether the term ‘The Ameri- 
can Girl’ constitutes a valid trade-mark. We think it settled doctrine 
that geographical names can not be appropriated to the exclusive use of 
one as a trade-name. Columbia Mills v. Alcorn, 150 U. S., 460., 14 Sup. Ct., 
151, 37 L. Ed., 1144; Delaware & H. Canal Co. v. Clark, 13 Wall., 311, 
20 L. Ed., 581; Genesee Salt Co. v. Burnap, 73 Fed., 818, 20 C. C. A., 27; 
Til. Watch Co. v. Elgin Nat. Watch Co., 94 Fed., 667, 35 C. C. A., 237; 
Elgin Nat. Watch Co. v. Illinois Watch Co., 179 U. S., 665, 21 Sup. Ct., 
270, 45 L. Ed., 365; Allen B. Wrisley Co. v. lowa Soap Co., 59 C. C. A., 54, 
122 Fed., 706. We also think that the name as applied to women’s shoes 
is descriptive merely, viz., shoes manufactured in America and to be worn 
by women, and not an arbitrary or fanciful name to indicate maker; 
hence the name ‘The American Girl’ applied to shoes, is not the subject 
of a valid trade-mark. Nor can numeral numbers, when used to indicate 
styles rather than origin and manufacture, be the subject of a valid 
trade-mark. Shaw Stocking Co. v. Mack (C. C.), 12 Fed., 707; Dennison 
Mfg. Co. v. Thomas Mfg. Co. (C. C.), 94 Fed., 651. In this case we think 
that the numerals used by the complainant were for the purpose of in- 
dicating and designating the different styles of shoes, rather than the 
maker.” 


This would seem to dispose of the claim of complainant 
to a valid trade-mark, in “The American Girl’ and “numeral 
numbers.” 
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After thus disposing adversely to complainant’s claim to a 
valid trade-mark in either “The American Girl” and “numeral 
numbers” the court proceeds as follows: 


“While it is true that a geographical name may not be exclusively 
appropriated as a trade-mark, yet a party having adopted a geogr raphical 
name as a designation of its goods may be protected as against unfair 
trade. * * * * In this case, while complainant is not entitled to 
relief upon the ground that the words ‘The American Girl,’ or the numerals 
applied to its several styles of shoes are valid trade-marks, yet it is en- 
titled to protection from their use by defendant in a manner and under 
circumstances constituting unfair trade: the essence of the rule being 
that one person shall not, in the sale of his goods, so act as to lead the 
public to believe that they are the goods of another.” 


The court after stating very clearly the law of the case, 
discusses the evidence as it appeared in the record and drew 
conclusions unfavorable to the defendant. 


“Legitimate competition in trade is not only the right of every person, 
but to be commended, when of public benefit. It is only when competition 
is =. that it is condemned by the law. While the term ‘The 
American Girl,’ as applied by complainant and its predecessors, was not 
subject to exclusive appropriation by them, it had, nevertheless, by their 
long-continued use of it, come to have a secondary meaning, indicative 
of the origin and manufacture of the shoes to which it was applied, and 
had come to be recognized in the trade as meaning that such shoes were 
those of the complainant and its predecessors. Whatever of good will 
and advantage resulted from this was the property of the complainant, 
and, while others were entitled to use the same or any similar term, because 
of its being common property, they could do so only on condition that 
they accompanied it with such distinguishing marks or matter as would 
plainly indicate that it was not being used with its secondary signification; 
that is, as pointing to the complainant as the manufacturer of the goods 
to which it was applied. Howe Scale Co. v. Wyckoff, 198 U. S., 118, 25 
Sup. Ct., 609, 49 L. Ed., 972; Donnell v. Herring-Hall-Marvin Safe Co., 
208 U. S., 267, 28 Sup. Ct, 288, s2 L. Ed. 481. 

“Complainant is not guilty of such laches as to deprive it of an in- 
junction; but we think an accounting should be limited to the time since 
the commencement of this suit. 

“Complainant is entitled to a decree enjoining the defendant from 
using the name ‘The American Lady,’ as applied to its shoes for women, 
when not accompanied with other matter clearly indicating that such 
shoes are of its own manufacture, and therefore not of complainant’s, 
and from using, in connection with such name, as applied to its shoes 
for women, the numerals mentioned, or the catch phrase ‘With the 
character of the woman,’ or any other phrase in simulation of the phrase 
‘A shoe as good as its name,’ and also to an accounting as before stated” 


These lengthy quotations from the opinion are made for the 
purpose of showing that we are now considering questions of 
“unfair trade,’ and not that of infringement of a valid trade- 
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mark. This, therefore, being a question of unfair trade, we 
must look for the rule applicable thereto, with the view and 
for the purpose of determining whether in this particular case 
“unfair trade” exists. 

When the mandate of the Court of Appeals was filed in this 
court, the following order was entered: 

“The mandate of the United States Circuit Court of 
Appeals for the Eighth Circuit on the appeal of the plain- 
tiff from the decree entered herein on February 3, 1908, 
and the opinion of said Court of Appeals, having been 
filed in this court, it is now, in pursuance of said mandate 
and opinion, ordered, adjudged and decreed as follows: 

“I. Said decree entered herein on February 3, 1908, is 
set aside. 

“2. The defendant, Hamilton, Brown Shoe Company, 
its servants, agents, officers and employees, are perpetually 
enjoined from using the name ‘The American Lady,’ as 
applied to its shoes for women, when not accompanied 
with other matter clearly indicating that such shoes are 
of its own manufacture, and therefore not of the manu- 
facture of the plaintiff, The Wolf Brothers & Company, 
and from using in connection with such name, as ap- 
plied to its shoes for women, the numerals 403, 404, 407, 
408 or 397, or the catch phrase ‘With the character of 
the woman, or any other pharse in simulation of the 
phrase ‘A shoe as good as its name.’ 

“3. The costs up to and including the entry of this 
decree are adjudged against the defendant, and execution 
therefor is awarded. 

“This case is referred to H. H. Denison, Esq., as mas- 
ter, upon the evidence already taken in this case, and 
the exhibits in evidence in this case, and such further evi- 
dence as may be offered before the master by the parties 
to this action, to ascertain and report the damages, since 
the commencement of this suit, which the plaintiff has 
suffered, and the profits, since the commencement of this 
suit, for which the defendant may be liable, said account- 
ing of damages and profits to be limited to shoes sold by 
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the defendant since the filing of the bill in this case, and 
which were marked with the name ‘The American Lady,’ 
and not accompanied with any other matter clearly in- 
dicating that such shoes were of the manufacture of the 
Hamilton, Brown Shoe Company.” 

The name of the master, Mr. Denison, was inserted by 
agreement of counsel and at their request. 

At the threshold of the hearing by the master, application 
was made by the defendant to the court for an order confining 
the inquiry to certain limits. This application was denied, and 
in doing so the court made some remarks that have been in a 
manner construed as placing a wrong construction upon the 
language and meaning of the Court of Appeals in its decision of 
this case. However this may be, the purpose of the court in 
refusing the request was to open the door to the fullest investi- 
gation. If the court committed error in anything that was said 
or done by it, it is willing to correct that error, even if in doing 
so the correction makes it appear that the opinions then and now 
expressed seem contradictory. 

After the court had refused to limit the inquiry, the hear- 
ing before the master continued without further hindrance, and 
after a lapse of nearly two years the master filed his report, 
together with the evidence taken before him. 

To this report various exceptions have been taken by both 
the complainant and the defendant. 

These exceptions have been presented by counsel in lengthy 
written and oral arguments, and in briefs that show great re- 
search. 

These exceptions and the arguments in support of and 
against them have been considered by the court and must now be 
disposed of. 


It appears from the evidence in the case that from the day 
of the filing of complainant’s bill (January 29, 1906) to the 
day the hearing was concluded by the master (March 9, 1910) 
that the defendant made and sold two million, five hundred and 
twenty-nine thousand, four hundred and ninety-five (2,529,495) 
pairs of “American Lady” shoes. 
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For convenience, this vast number of shoes may be divided 
into three classes and designated as numbers 1, 2 and 3: 


Number 1 embraces 


i desea eee he Saaeeea elas 593,872 pairs 
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The marks or brands appearing on these shoes are un- 
disputed. 

On No. 1, the words “Hamilton, Brown Shoe Company, 
Makers,” and “American Lady” were stamped on the soles. 

On No. 2, the words “Hamilton-Brown Shoe Company” 
and “American Lady” were stamped on the soles. 

On No. 3, the words “American Lady” were stamped on 
the soles. 

As to class No. 1, the master finds that the words ‘Hamil- 
ton, Brown Shoe Company, Makers,” was “matter clearly in- 
dicating that such shoes are of its own manufacture, and there- 
fore not of complainant’s.” He therefore took that class out of 
the accounting. 

To this decision the complainant filed exceptions. 

The master’s finding in this particular is approved and the 
exceptions thereto are overruled. 

As to class No. 2, the master finds that the words “Hamil- 
ton, Brown Shoe Company” are not “matter clearly indicating 
that such shoes are of its own manufacture, and therefore not 
of complainant’s.” 

The master, after announcing that decision, recommends a 
judgment in favor of the complainant for the sum of one hun- 
dred and ninety thousand, nine hundred and nine and 83-100 
dollars ($190,909.83). 

To the conclusion reached and the recommendation made 
by the master as to “Class 2,” the court can not assent. 

The exceptions of the defendant thereto are sustained. 


This brings the court to a consideration of the third and 
last class. 
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Of this class the defendant company made and sold within 
the time of the accounting 974,016 pairs of shoes marked on the 
soles thereof with the words “American Lady.” 

The master finds that the words used on the soles of the 
shoes were not “other matter clearly indicating that such shoes 
are of its own manufacture, and therefore not of complainant’s.” 

This is followed by a recommendation that judgment be en- 
tered in favor of the complainant and against the defendant for 
the sum of two hundred and fifty-four thousand, four hundred 
and one and 72-100 dollars ($254,401.72). 

On the 4th of June, 1910, the parties entered into a stipu- 
lation as follows: 

“Every pair of shoes marked with the name “American 
Lady” manufactured and sold by Hamilton, Brown Shoe 
Company between January 29, 1906, and November 15, 
1909, as said shoes were sold and shipped by said Hamil- 
ton, Brown Shoe Company, was sold and delivered to 
its customers in a carton, each of which cartons bore 
prominently on the lid thereof in white letters on a black 
background, at the head of said lid, the words ‘Hamilton, 
Brown Shoe Co.'s,’ and at the foot of said lid, in equally 
prominent letters, the name ‘American Lady,’ while at 
the front end of each of said cartons appeared the name 
‘American Lady,’ and the belt trade-mark of the Hamilton, 
Brown Shoe Company, which belt trade-mark consisted 
of a black strap in the center of which was a red back- 
ground, the words ‘Hamilton, Brown Shoe Company’ ap- 
pearing in white letters on the black strap and the word 
‘Makers’ appearing in white letters on the red background ; 
said particular way of marking each of said cartons being 
exemplified by ‘Defendant’s Exhibit, American Lady Shoe 
Carton, January 31, 1910, Henry H. Denison, Master ;’ 

“That attached hereto, and marked ‘Exhibit A,’ is a 
duplicate of the label and markings thereon appearing on 
the lid of each carton containing American Lady shoes 
sold by defendant since the filing of the bill in this case.” 

This stipulation was further supplemented by one of Janu- 
ary II, IQIT. 
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In addition to this, it appears from the evidence in the 
case that the defendant spent thousands of dollars each year in 
advertising the “American Lady” shoe as of its own manufacture. 

These advertisements were co-extensive with the trade it- 
self. Each and every pair of shoes marked on the soles ‘“Ameri- 
can Lady” went to defendant’s customers in a separate carton 
plainly marked on each carton “Hamilton, Brown Shoe Co., 
Makers.” 

It is safe to conclude from the proof in the case and the 
legitimate inferences to be drawn therefrom that, accompany- 
ing or preceding each shipment, was an advertisement quite as 
full of information as was contained on the carton itself. 

Taking all of these facts into consideration, the court is 
of opinion that the shoes were accompanied with “matter clearly 
indicating that such shoes are of its |[defendant’s] own manu- 
facture, and therefore not of complainant's.” If the defend- 
ant had stationed at the door of each of its customers a man 
with strong lungs, proclaiming in stentorian voice that “these 
shoes are the make of the Hamilton, Brown Shoe Company of 
St. Louis,” it is hard to perceive how the notice to buyers of 
shoes would have been more effective in that way than by the 
means adopted. 

The exceptions of the defendant to the master’s report in 
regard to this particular class of shoes is sustained. 

There are, in addition to those heretofore assigned, other 
reasons why in the judgment of the court the master’s re- 
port should not be approved. 

The record in this case is absolutely barren of evidence 
tending to show that any individual purchased a pair of shoes 
marked “American Lady,” believing at the time of the purchase 
he was getting the “American Girl.” 

There is no evidence in the record tending to prove that the 
defendant or any of its customers ever offered for sale any 
shoe marked “American Lady” as and for the “American Girl.” 

There is no evidence in the record tending to prove that 
a single pair of shoes marked “American Lady” was ever taken 
from the carton in which they were enclosed before sale. 


There is no evidence in the record that the complainant’s 
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output was curtailed in the least by the sale of the “American 
Lady,’ nor is there any evidence that complainant lost a single 
customer by reason of anything done by the defendant or any 
of its customers. 

If the court correctly understood counsel for complainant, 
no claim to the contrary of these facts was made. 

It was argued that no proof of this character was required, 
but that the complainant had the right to recover the profits 
on every pair of “American Lady” shoes sold by the defendant 
after the date of the filing of the bill, on the ground that the 
shoes themselves were not accompanied by such marks as in- 
dicated their origin. 

[It was contended that the defendant made it possible for 
its customers to offer for sale and sell defendant’s manufac- 
ture as and for the manufacture of complainant. If all of this 
were conceded, how was it possible for the complainant to be 
damaged, unless some one availed himself of such an opportun- 
ity? 

The defendant had as much right to sell its shoes as the 
complainant had to sell those of its manufacture, provided, that 
it did so within the limitations stated by the Court of Appeals. 

In the various authorities that have been referred to by 
counsel, none state the rule as to unfair trade more clearly than 
the Court of Appeals in this case. The court said: 

“The essence of the rule being that one person shall not, in 
the sale of his goods, so act as to lead the public to believe that 
they are the goods of another.” 

Applying this rule to the evidence in this case, the com- 
plainant’s demand for damages must fail. 

Hardly less specific is the declaration of the Court of Ap- 
peals of the Eighth Circuit in the case of Walter Baker Company 
vs. Sydney C. Gray, et al, recently decided and as yet unreported. 

Judge Knappen of the Sixth Circuit in delivering the opinion 
of that court in the recent case of Rathbone, Sard & Co. v. 
Champion Steel Range Co., (189 Fed. Rep., 26), declared the 
same rule. 


The opinion of the court in that case is fairly well sum- 
marized in the syllabus as follows: 
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“The essence of the wrong in unfair competition consists in the sale 
of the goods of one manufacturer or vendor for those of another.” 

“The fact that an article of defendant’s manufacture is represented 
by unprincipled retailers as that of complainant does not render defendant 
liable for unfair competition, providing it did its legal duty in distinguish- 
ing its product from that of complainant.” 

“Where the deception of purchasers is not the natural result of the 
imitation by defendant of goods made by complainant, and there is no 
intention to so deceive purchasers, a case of unfair competition is not 
made out.” 


Much has been said by counsel and the master as to whether 
the case of Baker vs. Baker (115 Fed. Rep., 297), decided by the 
Circuit Court of Appeals for the Second Circuit, is authority 
in the case now being considered. 

That court is one of the strongest in the country, and its 
decision in Baker vs Baker has been approvingly considered by 
the Court of Appeals of this circuit. That decision was on an 
accounting in an “unfair trade’’ case. 

The court, at page 299 of 115 Fed. Rep., said: 

“The evidence upon the accounting failed to disclose that complainant 
was entitled to any recovery of profits, or any except nominal damages, 
by reason of the defendant’s conduct. It failed to disclose that a single 
person had purchased goods marketed by the defendant supposing them to 
be the product of the complainant, or that the complainant had lost a 
single customer by the defendant’s conduct.” 

In Howe Scale Co. vs. Wyckoff, et al., 198 U. S., 118, Chief 
Justice Fuller said: 

“The essence of the wrong in unfair competion consists in the sale 
of the goods of one manufacturer or vendor for those of another, and if 


defendant so conducts its business as not to palm off its goods as those 
of complainant, the action fails.” 


In the present case, the evidence shows that the defendant 
did not attempt to palm off its manufacture for the manufac- 
ture of complainant, but upon the contrary, proclaimed in al- 
most every conceivable way that it was the manufacturer of the 
goods offered for sale. 

In the view the court takes of this case, it does not deem 
it necessary to go into the question of what were and what were 
not proper allowances to the defendant for the expenses of manu- 
facture. 


A cursory view, however, of the master’s report in these 
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particulars shows that he was rigidly parsimonious in such al- 
lowances 

The exceptions of complainant to the master’s report will be 
overruled, and the exceptions of the defendant to the same 
report will be sustained. 

A judgment for nominal damages ($1.00) will be entered 
in favor of the complainant and against the defendant. 

It appearing from the record that prior to the beginning of 
the accounting defendant tendered to the complainant the sum 
for which judgment is directed, the costs attending such ac- 
counting are adjudged against the complainant. 

An allowance of two thousand dollars (in addition to the 
amounts heretofore paid him) will be allowed the master and 
will be taxed as costs in the case. 

Counsel may prepare a decree in conformity with this opin- 
ion and hand it to the clerk for the consideration of the Court. 


SUPREME COURT OF ILLINOIS 
PEOPLE v. DANTUMA. 
(96 Northeastern Rep., 1087.) 
December 21, IgIt 


1. Union LABEL—RIGHT TO PROTECTION. 

A union label is not a trade-mark, as the term is used at common 
law, but the legislature may provide by law for the registration and 
protection thereof, to secure to organized labor the benefit of its in- 
dustry and skill. 

2. Union LABEL—WRONGFUL Usk. 

In a criminal prosecution for unauthorized use of the registered 
label of a trade union, /eld that the evidence was insufficient to sustain 
a conviction. 


On writ of error to the Municipal Court of Chicago. 


Thomas F. Monahan (Jesse Holdom, of counsel), for plain- 
tiff in error. 


—— 
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W. H. Stead, attorney general, John E. IV. Wayman, State’s 
attorney, and WW’. Edgar Sampson (Zach Hofheimer, of 
counsel), for the People. 


Hanpb, J].—This was a criminal prosecution, commenced in 
the Municipal Court of Chicago, against Regnerus Y. Dantuma 
and Gean Forget, doing business as the Galbraith Press, for vio- 
lating Section 5 of Chapter 140 of Hurd’s Statutes of 1909, by 
unlawfully using and displaying the union label of the Allied 
Printing Trades Council of Chicago on 120,000 cards which they 
printed, upon the order of J. L. Clark, for St. Vincent’s Infant 
Asylum. <A jury was waived and the case was tried by the 
court, and at the close of all the evidence Forget was discharged 
and a fine of $100 was imposed upon Dantuma, and he was or- 
dered to stand committed until the fine and costs were paid. He 
has sued out a writ of error from this court to review said judg- 
ment, and has assigned as error, first, that the statute under 
which he was prosecuted and convicted is unconstitutional; and, 
secondly, conceding said statute to be constitutional, that the 
evidence was not sufficient to support the conviction. 

Sections 1, 3 and 5 of the statute under consideration read 
as follows: 

“Section 1. Whenever any person or any association or 
union of workingmen, has heretofore adopted or used, or shall 
hereafter adopt or use any label, trade-mark, term, design, device 
or form of advertisement for the purpose of designating, mak- 
ing known or distinguishing any goods, wares, merchandise or 
other product of labor as having been made, manufactured, pro- 
duced, prepared, packed or put on sale by such person or asso- 
ciaton or union of workingmen, or by a member or members of 
such association or union, it shall be unlawful to counterfeit or 
imitate such label, trade-mark, term, design, device or form of 
advertisement, or to use, sell, offer for sale, or in any way utter 
or circulate any counterfeit or imitation of any such labels, trade- 
mark, term, design, device or form of advertisement.” 

“Section 3. Every such person, association or union that 
has heretofore adopted or used, or shall hereafter adopt or use, 
a label, trade-mark, term, design, device or form of advertise- 
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ment, as provided in section one (1) of this act, shall file the 
same for record in the office of the Secretary of State, by leaving 
two (2) copies, counterparts or facsimiles thereof with said 
secretary, and by filing therewith a sworn statement specifying 
the name or names of the person, association or union on 
whose behalf such label, trade-mark, term, design, device or 
form of advertisement shall be filed the class of merchandise and 
a particular description of the goods to which it has been or is 
intended to be appropriated ; that the party so filing, or on whose 
behalf such label, trade-mark, term, design, device or form of 
advertisement shall be filed, has the right to the use of the same, 
and that no other person, firm, association, union or corporation 
has the right to such use either in the identical form or in any 
such near resemblance thereto as may be calculated to deceive, 
and that the facsimile copies or or counterparts filed therewith are 
true and correct. There shall be paid for such filing and record- 
ing a fee of one (1) dollar. Any person who shall for himself, 
or on behalf of any other person, association or union, procure 
the filing of any label, trade-mark, term, design, device or form 
of advertisement in the office of the Secretary of State, under 
the provisons of this act, by making any false or fraudulent 
representations or declaration, verbally or in writing, or by any 
fraudulent means, shall be liable to pay any damages sustained in 
consequence of any such filing to be recovered by or on behalf 
of the party injured thereby in any court having jurisdiction, and 
shall be punished by a fine not exceeding two hundred (200) dol- 
lars or by imprisonment not exceeding one year or both such 
fine and imprisonment. The Secretary of State shall deliver to 
such person, association or union so filing or causing to be filed 
any such label, trade-mark, term, design, device or form of ad- 
vertisement so many duly attested certificates of the recording 
of the same as such person, association or union may apply for, 
for each of which certificates said secretary shall receive a fee 
of one (1) dollar. Any such certificate of record shall in all 
suits and prosecutions under this act be sufficient proof of the 
adoption of such label, trade-mark, term, design, device or form 
of advertisement. Said Secretary of State shall not record for 
any person, union or association any label, trade-mark, term, de- 
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sign, device or form of advertisement that would reasonably be 
mistaken for any label, trade-mark, term, design, device or form 
of advertisement theretofore filed by or on behalf of any other 
person, union or association.” 

“Section 5. Every person who shall use or display the 
genuine label, trade-mark or form of advertisement of any 
such person, association or union, in any manner not authorized 
by such person, union or association, shall be deemed guilty of a 
misdemeanor, and shall be punished by imprisonment in the coun- 
ty jail not less than three months nor more than one year, or 
by a fine of not less than $100 nor more than $200, or both. In 
all cases where such association or union is not incorporated, 
suits under this act may be commenced and prosecuted by any 
officer or member of such association or union on behalf of and 
for the use of such association or union.” 

The facts, in brief, are as follows: In June, 1911, Clark 
called up Dantuma on the ‘phone at the place of business of 
the Galbraith Press, and said to him he wanted to have 120,000 
cards printed for “field day,” for the benefit of St. Vincent’s 
Infant Asylum, and that he wanted the union label thereon. Dan- 
tuma replied that he could print the cards, but he did not have 
the right to use the union label. Clark then asked him if he 
could not have the printing done with the union label on, and 
he replied he could. Dantuma thereupon caused a proof of the 
card to be set up in the Galbraith Press office, with the excep- 
tion of the union label, and arranged with one F. W. Colwell, 
who had the right to use the union label, to place thereon the 
union label, and to have the plate as then completed electrotyped, 
and the cards were then printed and delivered to Clark, or to 
the St. Vincent’s Infant Asylum. The evidence was conflicting 
as to whether the printing was done at the office of the Galbraith 
Press, or at the office of Colwell. 

The information charged the defendants with wrongfully using 
the union label of the Allied Printing Trades Council of Chicago, 
and to prove the charge introduced in evidence a certificate of 
the Secretary of State, showing a union label registered by the 
International Typographical Union of North America, of Indian- 
apolis, Ind. When the proof was in, leave was granted the state 
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to amend the information by striking out the words “Allied 
Printing Trades Council of Chicago,” and inserting in lieu there- 
of the words “International Typographical Union of North 
America, of Indianapolis, Indiana,” but the information was not 
amended. 

It is urged by the plaintiff in error that the union label in- 

volved in this case, or any union label, for that matter, is not 
a trade-mark, in this: That it does not show origin or ownership, 
within the meaning of those terms as the same are used in the law 
pertaining to trade-marks (Kidd v. Johnson, 100 U. Nig 61 
L. Ed., 769; Manufacturers’ Co. v. Trainer, 1o1 U. 
Ed., 993; Columbia Mills Co. v. Alcorn, 150 U §&., ins 14 Bi 
Ct., 151, 37 L. Ed., 1144; and that, a registered union label not be- 
ing a trade-mark, it can not be protected, and its use by others pro- 
hibited by law. We think it may be conceded that a union 
label, like the one here sought to be protected, does not fall 
within the meaning of a trade-mark, in the broad sense in which 
that term is used at common law. Cigar Makers’ Protective Un- 
ion v. Conhaim, 40 Minn., 243, 41 N. W., 943, 3 L. R. A., 125, 
2 Am. St. Rep., 726. Still, we think the Legislature may law- 
fully provide for the registration of a union label similar to the 
one herein involved, and protect its use, and such is the hold- 
ing of the courts of last resort in Massachusetts and Kentucky. 
Tracy v. Banker, 170 Mass., 266, 49 N. E., 308, 39 L. R. A., 508; 
Hetterman Bros. & Co. v. Powers, 102 Ky., 133, 43 5. W., 180, 
19 Ky. Law Rep., 1087, 39 L. R. A., 211, 80 Am. St. Rep., 348. 
See, also, State v. Bishop, 128 Mo., 373, 31 S. W., 9, 29 L. R. A., 
200, 49 Am. St Rep., 569; Schmalz v Wooley, 57 N. J. Eq., 303, 
41 Atl. 939, 43 L. R. A., 86, 73 Am. St. Rep., 637; People v 
Luhrs, 195 N. Y., 377, 89 N. E., 171, 25 L. R. A. (N. 5S.) 473. 
And this court is, we think, committed to that view in Cohn 
v. Peope, 149 IIl., 486, 37 N. E., 60, 23 L. R. A., 821, 41 Am. 
St. Rep., 304. 

We see no valid reason, and none has been suggetsed by coun- 
sel, why those engaged in skilled employment may not so desig- 
nate the result of their labor by a union label as to enable them 
to secure to themselves the fruit of their skill. The skilled work- 
man by his labor creates wealth, and, if the employer of labor 
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can by a registered trade-mark secure to himself the wealth 
which he has created by his industry, there can in law or justice 
be no reason why the man who labors, and who by his skill and 
industry has created a demand for a particular commodity that 
secures for him more remuneration, may not be equally protected 
by a registered label which notifies the public that the commodity 
offered for sale and upon which skilled labor has been ex- 
pended was manufactured or created by skilled labor. We are 
therefore of the opinion the act providing for the registration 
and the protection from use by others of a union label is a valid, 
constitutional enactment. 


The information alleged that the label infringed was the 
registered union label of the Allied Printing Trades Council of 
Chicago, while the evidence showed the label used in printing the 
cards delivered to Clark or the St. Vincent’s Infant Asylum by 
the defendants was the registered label of the International 
Typographical Union of North America, of Indianapolis, Ind. 
There was here, therefore, a fatal variance between the informa- 
tion and the proof. This variance was sought to be obviated by 
an amendment to the information, but no amendment was made. 
The variance was therefore not cured. It is said, however, in 
the brief filed by the people that there was no variance, as the 
Allied Printing Trades Council of Chicago was a subordinate 
branch of the International Tyopgraphical Union of North Amer- 
ica, of Indianapolis, Ind., and had the right to use and con- 
trol said label. This may be true, but the evidence does not show 
that fact, and upon the face of the record the variance is fatal 
to a conviction. 

It also appears from the testimony of Colwell that the 
contract for the printing of the 120,000 cards, which is the 
basis of this prosecution, was sublet to him, and that he did 
the printing of said cards at his office, and used the union label 
in so doing, as he had the right to do. While his testimony was 
contradicted by that of A. Bartels, we do not think the un- 
corroborated testimony of Bartels upon that subject suffieient to 
sustain a conviction. He was a discharged employeé of the de- 
fendants, and his testimony in many particulars was very un- 
certain and unsatisfactory. There was nothing in the contract 
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between the defendants and Clark which prevented the defend- 
ants from subletting their contract with Clark to Colwell, and if 
they had sublet such contract in good faith, and without the 
intention, by subterfuge or otherwise, of using or displaying un- 
lawfully the union label upon said cards, they, or either of 
them, would not be liable to a prosecution under the statute. 

The judgment of the municipal court of Chicago will be 
reversed, and the case remanded. 

Reversed and remanded. 


SUPREME COURT OF MISSOURI 
LAMPERT v. JupDGE & DoLpH DrueG Co. 
(141 Southwestern Rep., 1095.) 
November 14, 1911. 


TrapvE-Mark INFRINGEMENT—PUNITIVE DAMAGES. 
For every infraction of a legal right, the injured party is entitled 
to at least nominal damages, though no actual damage be proven. A 
finding of nominal damages is enough to sustain a verdict for punitive 
damages, when the element of malice is present in the perpetration of 
the wrong. 
Punitive damages may be recovered in a case of trade-mark in- 
fringement, where the element of fraudulent intent is present. 
On certificate from the St. Louis Court of Appeals. 
For opinion of the latter court, see 119 Mo. App., 693; 100 
Southwestern Rep., 659. 


Frank K. Ryan, for appellants. 
Jamison & Thomas, for respondent. 


Roy, C.—This is a suit, instituted February 23, 1904, in the 
Circuit Court of the City of St. Louis, for damages for the 
infringement of a trade-mark. On a jury trial, October 19, 1904, 
plaintiff had a verdict for one cent compensatory damages and 
$500 punitive damages, and judgment accordingly. On appeal 
to the St. Louis Court of Appeals, the judgment was reversed 
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in an opinion reported in 119 Mo. App., 693, 100 S. W., 659. 
One of the judges of that court being of the opinion that the de- 
cision is in conflict with Kennedy v. Railroad, 36 Mo., 351, the 
cause was certified to this court. 

The Judge & Dolph Drug Company, one of the defendants, 
is a corporation engaged in selling drugs and cigars at retail in 
St. Louis for a good many years. Defendant Taylor was the 
cigar clerk of the company from October, 1900, to the time 
of the trial. 

Plaintiff claimed in his petition that he had been making 
and selling cigars in St. Louis for fifteen years under a trade- 
mark which was composed of the words “Flor de Lampert” and 
the picture of the plaintiff, which trade-mark was by the plain- 
tiff, on February 26, 1892, filed and recorded in the United States 
Commissioner of Patents Office; that, by reason of the quality 
of the tobacco used and the efforts of plaintiff in advertising the 
same, the plaintiff’s cigars sold under said trade-mark had gained 
great reputation on account of their excellent quality; and that 
during all that time plaintiff had received large profits from the 
sale of the cigars; that plaintiff, during the time from March 11, 
1902, to February 15, 1904, sold to defendants cigars so manu- 
factured by plaintiff, on the boxes of which was said trade-mark, 
and said cigars were so sold to defendants to be sold at retail 
to their customers; that during all that time defendants, well 
knowing the reputation of plaintiff’s cigars for excellent quality, 
did wrongfully, willfully, and wickedly substitute and place other 
cigars of cheap and inferior quality in the boxes bearing said 
trade-mark, and sold them to their customers as and for cigars 
manufactured by the plaintiff, thereby intending to injure the 
plaintiff and to injure the reputation of plaintiff's cigars, and to 
cheat and defraud the public and their customers. The actual 
damages were alleged at $5,000, and the punitive damages at 
the same amount. The answer admitted the corporate existence 
of the drug company, but was, in effect, otherwise a general de- 
nial. The evidence tended to establish all the allegations of the 
petition, and tended to show several sales by Taylor, as such 
clerk, of substituted, inferior cigars from boxes having said trade- 
mark, 
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Defendant Taylor was arrested and fined in the federal court 
for violation of the revenue laws in such sales. The revenue 
officers testified to finding the substituted cigars in boxes having 
plaintiff's trade-mark, in the defendants’ store, and at the same 
time finding plaintiff's genuine cigars in another such box. The 
president of defendant drug company loaned Taylor $25 to pay 
his fine in the federal court, and retained him in its employ. 

Mr. Bierman, deputy collector of internal revenue, testified 
that he bought three of the substituted cigars, and that two were 
left in the box; he went out and gave the cigar to Mr. Lam- 
pert, and when he went back there were sixteen cigars in the 
box. On cross-examination by defendants’ counsel, Mr. Atwood, 
deputy collector of internal revenue, testified that complaints had 
been made to him by various other cigar makers that defend- 
ants were substituting their cigars. Mr. Farrar, a real estate 
man, testified that the substituted cigars were like ‘these ma- 
chine cigars, so they call them; smooth, round, straight, light 
cigars that haven't any taste—no flavor.” 

There was no direct evidence to show that any one connected 
with the drug company, except Taylor, had any knowledge of 
the infringement. Mr. Judge, president of the drug company, 
disclaimed any knowledge of any substitution of cigars, and 
testified that the company carried a $90,000 stock of goods with 
$80,000 insurance, and was worth net $10,000, with $15,000 
capital stock. 

The fourth and fifth instructions were as follows: 

(4) The court instructs the jury that, if they believe from 
the evidence that the defendants wilfully and maliciously, be- 
tween the date of November 1, 1903, and February 15, 1904, sold 
cigars which were not manufactured by plaintiff, from boxes 
having thereon the trade-mark and picture of plaintiff, as cigars 
manufactured by plaintiff, and if the jury further finds from the 
evidence that the plaintiff is entitled to compensatory or actual 
damages in any sum whatever, as defined in other instructions 
given to them, then they are at liberty to find in addition to 
said actual damages such further sum in the way of exemplary 
or punitive damages, by way of punishment to defendants, and 
as an example to others, as, in their sound judgment, under all 
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the evidence in the case, they believe the defendants ought to 
pay, not exceeding $5,000. 

“(5) The jury are instructed that malice is the willful or 
intentional doing of a wrongful act without legal justification or 
excuse.” 

1. The trial court properly refused defendants’ demurrer to 
the plaintiff's evidence. The evidence fully covered the plain- 
tiff’s case as made by the pleadings, except that there was no 
evidence as to the quantum of damages. It is the clearly estab- 
lished law that for every infraction of his legal right the party 
injured is entitled to at least nominal damages, and we adhere 
to the opinion of the Court of Appeals on that point. 

2. Whether exemplary damages are recoverable where there 
are allowed only nominal actual damages is a question as to 
which the authorities are divided; the courts of this state and the 
federal courts, as well as legal! reason, and the greater weight 
of authority, being in favor of such recovery. Some of the 
decisions of the courts speak of nominal damages as being some- 
thing else than actual damages; whereas the nominal damages 
assessed for the violation of a legal right, where there is no 
showing as to the quantum of damages, are actual or compensa- 
tory damages. This court has spoken very clearly on that sub- 
ject in Hoagland v. Amusement Co., 170 Mo., loc. cit. 345, 70 
5. W., 880, 94 Am. St. Rep., 740, where it is said: “The jury 
in finding for the plaintiff in effect found that defendants ar- 
rested the plaintiff, and cursed and abused him without any 
lawful excuse or reason therefor, and upon that finding he was 
entitled to have actual damages in some amount assessed in his 
favor. Under such circumstances, at the common law he is en- 
titled to pecuniary reparation by way of damages, at least nom- 
inal, and as much more, if anything, as the jury may think him 
entitled to under the evidence.” The consensus of authority is 
to the effect that punitive damages are not recoverable where no 
actual damages are allowed. But that is a very different thing 
from holding that they are not recoverable in connection with 
nominal actual damages. There are comparatively few cases 
holding that nominal actual damages will not support exemplary 
damages. 
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The leading case in opposition to the allowance of punitive 
damages where only nominal actual damages are allowed is 
Stacy v. Portland Pub. Co., for libel, 68 Me., 279. The court in 
that case cited no authorities, and its reasons for so holding were 
based almost entirely on the peculiar facts of that case, and in 
the conclusion the following language is used: “There may be 
cases, no doubt, where the actual damages would be but small 
and the punitive damages large. But this case is not of such a 
kind.” That case was followed and approved in Marwell v. 
Kennedy, 50 Wis., 645, 7 N. W., 657 

The cases cited by appellants from Illinois and Michigan 
turned on the construction of statutes against the sale of in- 
toxicants to inebriates, and have no application here. The lowa 
cases (Kuhn v. Railway, 74 lowa, 137, 37 N. W., 116, and 
Schwarts v. Davis, go lowa, 324, 57 N. W., 849) were based on 
the Illinois cases, the lowa court seemingly overlooking the fact 
that the Illinois cases only applied to suits brought under the 
statute. 

On the other hand, the Supreme Court of New York, in 
Prince v. Brooklyn Eagle, 16 Misc. Rep., 186, 37 N. Y. Supp., 
250, after citing the Stacy case, said: “But I do not think it is 
the law of this state; a person may be of such high character 
that the grossest libel would damage him none, but that would 
be no reason for withdrawing his case from the wholesome, if 
not necessary, rule in respect of punitive damages. It is in such 
cases that the rule illustrates its chief value and necessity.” 

In Press Pub. Co. v. Monroe, in the United States Circuit Court 
of Appeals, 73 Fed., 196, 19 C. C. A., 429, 51 L. R. A., 353, it 
is said: “There is room for argument against the allowance of 
exemplary damages at all as anomalous and illogical. Some 
courts have held that it is unfair to allow the plaintiff to re- 
cover, not only all the loss he has sustained, but also the fine 
which society imposes on the offender to protect its peculiar in- 
terests. But, if it be conceded that such additional damages may 
be assessed against the wrongdoer, and, when assessed, may be 
taken by the plaintiff, and such is the settled law of the federal 
courts, there is neither sense nor reason in the proposition that 
such additional damages may be recovered by a plaintiff who is 
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able to show that he has lost ten dollars, and may not be re- 
covered by some other plaintiff, who has sustained, it may be, 
far greater injury, but is unable to prove that he is poorer in 
pocket by the wrongdoing of defendant.” And in Railroad v. 
Sellers, 93 Ala., 9, 9 South, 375, 30 Am. St. Rep., 17, the court, 
after quoting from the Stacy case, said: “The position of the 
Supreme Court of Maine can be sustained in principle, it seems 
to us, only by assuming that which is manifestly untrue, namely, 
that no act is criminal which does not inflict individual injury 
capable of being measured and compensated for in money.” 

The Supreme Court of Kansas, in Hefley v. Baker, 19 Kan., 
9g, which was a suit in. trespass to the realty, held that plaintiff 
“was only entitled to nominal damages and to such exemplary 
damages as the jury might think proper to give him.” 

In Flanagan vy. IlV’omack, 54 Tex., 45, 51, the court said: 
“Tt is a general rule that for every unlawful trespass the injured 
party is entitled to at least nominal damages. Certainly this 
should be so if the trespass was of such character as to author- 
ize exemplary damages. This nominal damage would be the 
measure of the actual damage, if no other is shown, and must 
necessarily arise in every case in which exemplary damages could 
be given.” 

The United States Circuit Court for the District of Kansas 
held, in Wilson v. Vaughn (C. C.) 23 Fed., 229, in favor of the 
rule allowing punitive damages in connection with nominal! dam- 
ages. 

We come now to a consideration of the decisions in this 
state on the question. The first in order of time is Favorite v 
Cottrill, 62 Mo. App., 119, in which Judge Biggs said, after 
quoting from the Stacy case: “But there is a line of decisions 
equally respectable which hold to the contrary.” 

In Ferguson v. Pub. Co., 72 Mo. App., 462, a libel case, 
Judge Bond clearly and satisfactorily upholds the right to 
punitive damages in such cases, and his opinion is quoted and 
commended in 2 Sutherland on Damages, § 406. To the same 
effect is Mills v. Taylor, 85 Mo. App., loc. cit. 115. And it was 
said in Brennan v. Maule, 108 Mo. App., loc. cit., 338, 83 S. W., 


284: “It is now settled in this state that actual damage in at 
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least a nominal sum must be found as a condition for the re- 
covery of exemplary or punitive damages.” It may be inter- 
esting in this connection to call attention to Courtney v. Black- 
well, 150 Mo., loc. cit., 277, 51 5S. W., 668, in which the dam- 
ages for slander were assessed at a lump sum as punitive dam- 
ages; there being no finding as to actual damages on account of 
oversight in the form of the verdict given to the jury. This court 
refused to reverse the case on account of the failure to find actual 
damages. 

Our attention has been called to many infringement cases in 
equity, in which the courts refused to order an accounting where 
plaintiff's damages were nominal or very small. The remedies 
in equity and at law are radically different. Equity gives as dam- 
ages the profits of the defendant; while the law limits them to 
the loss suffered by plaintiff. Equity restrains future wrongs by 
injunction. Law seeks to prevent such future violations by in- 
flicting exemplary damages for past offenses. 

We hold that a verdict for nominal actual damages will 
support a verdict for punitive damages. 

3. It is insisted by appellants that exemplary damages are 
not recoverable in this case, for the alleged reason that there is 
no showing of malice or oppression. On that proposition we are 
forced to a different conclusion from that reached by the Court 
of Appeals. We concede that the cases there cited require that 
there shall be malice in the case. There are two kinds of malice; 
malice in fact, and malice in law. Legal malice, as distinguished 
from actual malice, will justify exemplary damages in this state. 

In Goetz v. Ambs, 27 Mo., 28, 33, the court says: “If the 
injury is not intentional, but results simply from a want of prop- 
er care, nothing more should be recovered than will compensate 
for the actual damage; but if the act is willful or intentional, 
then the idea of compensation is abandoned, and that of punish- 
ment introduced. It is said generally that malice must exist to 
entitle the plaintiff to anything more than reparation for the 
injury; but it will be found that the word ‘malice’ is always 
used, in such connection, not in its common acceptation of ill 
will against a person, but in its legal sense—‘willfulness; a wrong- 
ful act, done intentionally, without just cause.’” “To entitle 
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the plaintiff to recover punitive damages, he must show that the 
act complained of was unlawful; and, further that it was a wan- 
ton or malicious act. In other words, he must show an unlaw- 
ful act coupled with an intentional wrong.” State v. Jungling, 
116 Mo., 162, 165, 22 S. W., 688, 689. “The average layman 
would believe that ‘malicious’ means ill will, spite, hostility to- 
wards the other party. This is not the legal meaning. Those 
feelings may or may not be present in the legal meaning of the 
term. The legal meaning of the term is ‘the intentional doing 
of a wrongful act without just cause or excuse.” McNamara 
v. St. Louis Transit Co., 182 Mo., loc. cit., 681, 81 S. W., 881, 
66 L. R. A., 486. The Supreme Court of the United States held, 
in Railroad v. Arms, 91 U. S., 489, 23 L. Ed., 374, that punitive 
damages could be allowed in actions for torts where the injury 
is willful, or is the result of that reckless indifference to the 
rights of others, which is equivalent to an intentional violation of 
them. We therefore hold that the question of malice and punitive 
damages was properly submitted in the fifth instruction. 

4. We come now to the consideration of the question as to 
whether cases for the infringement of trade-marks are outside 
the rule allowing exemplary damages. Appellants claim they 
are. They call our attention to a long line of patent cases which 
were held by the courts not to be within the rule as to exemplary 
damages ; and appellants claim that trade-mark cases are governed 
by the same rule as in patent cases. An examination of those 
cases, however, will reveal the fact that in 1836 it was provided 
by act of Congress that the jury should not, in patent cases, allow 
vindictive damages, but that the court should have the power 
to inflict punitive damages within the limits of trebling the actual 
damages found by the jury. Seymour v. McCormick, 16 How., 
480, 14 L. Ed., 1024. It will thus be seen that those cases rest 
solely on the act of Congress, and are not authority for appel- 
lants’ contention. 

The Am. & Eng. Enc. Law (vol. 2, p. 438) holds that ex- 
emplary damages can not be recovered, citing Taylor v. Carpen- 
ter, 2 Woodb. & M., 1, loc. cit., 22, Fed. Cas. No. 13,785, decided 
by the United States Circuit Court at Boston, Mass., in 1846. In 
that case the court said: “So in very corrupt or flagitious wrongs, 
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if a criminal prosecution lies for the criminal offense, I do not 
see much justification for what are called vindictive damages 
there, or smart money in a civil suit, as the criminal one covers 
them.” That reasoning is opposed to the well-established law in 
this state, as this court has uniformly held that the right to 
exemplary damages is not removed by the fact that the same 
wrongful act is punishable criminally. Corwin v. [Valton, 18 
Mo., 71, 59 Am. Dec., 285; Gray v. McDonald, 104 Mo., 303, 16 
S. W., 398; Buckley v. Knopp, 48 Mo., 152. 

The only other case found which lends color to appellants’ 
contention on this point is 4ddington v. Cullinane, 28 Mo. App., 
238. That was an action at law for damages for the infringe- 
ment of a trade-mark. There was an instruction telling the 
jury that the measure of damages was the net profits made by 
defendants, unless there was malice on the part of defendants, 
in which case they might find exemplary damages. The learned 
judge who wrote the opinion in that case held the instruction 
erroneous, because it made the defendants’ gain, instead of plain- 
tiffs’ loss, the measure of actual damages. He did not discuss 
the subject of exemplary damages, and we do not construe that 
case as expressing any opinion on that subject. 

Hopkins on Trade-marks (page 356) says that the better 
rule is in favor of such allowance, and that it is difficult to see 
how the result stated in Taylor v. Carpenter and Addington v. 
Cullinane, supra, was reached, adding: “They are wholly without 
precedent and opposed to the rule of damages which obtained at 
common law.” 


Judge Blodgett, in ]!’arner v. Roehr, Fed. Cas. No. 17,189a, 
a case for the infringement of a trade-mark, in the Northern 
District of Illinois, instructed the jury that exemplary damages 
might be allowed “in cases of this character, where you are 
satisfied from the proof and from the admissions in the case 
that the fraud—the intention to defraud—is at the bottom of the 
matter.” Paul on Trade-marks (section 324) and Brown on 
Trade-marks (sections 519 and 520) hold in favor of such al- 
lowance. 

If the jury found all that the evidence tended to prove, they 
found that the clerk, Taylor, was making a practice of substi- 
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tuting cheap cigars in boxes with plaintiff's trade-mark thereon, 
and also in place of the cigars of other makers, to such an ex- 
tent that various makers of cigars complained to the revenue 
officers; that Taylor was fined in the federal court for such sub- 
stitution, and the president of the company loaned him the 
money to pay the fine and retained him as such clerk, showing 
that if the higher officers of the company knew nothing of his 
wrongdoing while it was going on they did not repudiate him 
after learning all about it; that the well-earned reputation of 
various brands of cigars was being besmirched, and customers 
were being disappointed and disgusted with cheap substitutes 
for their favorite smoke. In other words, Taylor, as such clerk, 
was running amuck in the cigar world, destroying reputations, 
and offending tastes, all done willfully, intentionally, and with- 
out any sort of justification or excuse, for dishonest gain. Yet, 
from the very nature of the trade, it was practically impossible 
to prove more than nominal, actual damages. 

It must be remembered that this case has been briefed on 
both sides on the undisputed theory that the acts and intent of 
the clerk in making said sales bind the drug company as effectual- 
ly as if done by the president of the company himself. 

The judgment is affirmed. 

30npD, C., not sitting. 

Per CurtAmM.—The foregoing opinion of Roy, C., is hereby 
adopted as the opinion of the court. 


[The law is well settled that a finding of nominal damages is sufficient 
to support a verdict for punitive damages. The rule is stated by Sedgwick 
as follows: 

“Tf the plaintiff has suffered no actual loss, he can not maintain an 
action merely to recover exemplary damages. If, however, a right of 
action exists, though the loss is nominal, exemplary damages may be 
recovered in a proper case” (I Sedgwick on Damages, &th Edition, §361). 

In addition to the cases cited in the decision, the following authorities 
may be consulted: Day v. Woodworth, 13 How. (U. S.), 363; Fry v. 
Bennett, 4 Duer (N. Y.), 247; s. c., 9 Abb. Pr., 45; s. c., 38 N. Y., 324; 
Kerns v. Hagenbuckle, 28 J. & S., 228; Lipe v. Eisenlerd, 32 N. Y., 220; 
Bartley v. Richtmeyer, 4 N. Y., 38; Mulvehall v. Millward, 11 N. Y., 343; 
Ingerson v. Miller, 47 Barb. (N. Y.), 47: Merest v. Harvey, 5 Taunt., 442; 
Wever v. Wegner, 58 Texas, 539; Devaughn v. Heath, 37 Alabama, 595; 
Baltimore & Y. T. Road v. Boone, 45 Md., 344; P. W. & B. Railroad v. 
Larkins, 47 Md., 155: Knowles v. N. S. Railroad, 102 N. C., 59; Blanchard 
v. Burbank, 116 Ill. App., 375. 

On the question of the right to recover punitive damages in an action 
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for the infringement of a trade-mark, the authorities are not numerous, 
because actions at law for damages in cases of this character have heen 
rare. In the case of Taylor vy. Carpenter, cited in the text, the court did 
not deny the right to recover punitive damages in such a case, but merely 
in the case then under discussion. What must be regarded as the true 
rule was stated by Judge Blodgett in the United States Circuit Court 
for the southern district of Illinois in the year 1884, in an action to recover 
damages for infringement of trade-mark. He charged the jury that, 
in cases of this character, when satisfied that there is an intent to defraud, 
damages may be given, known as vindictive or exemplary damages, for 
the purpose of deterring others from embarking in the same scheme of 
deception and advised them that it was for them to determine what, under 
all the circumstances, would compensate the plaintiff and act as “smart 
money,” to deter others from the like acts (Warner v. Roehr, Fed. 
Cases, No. 17189 a). 

No reason exists why the doctrine of punitive damages should not 
be applicable, in a case of gross wrong arising out of infringement of 
trade-mark, when the circumstances are such as to justify the imposition 
of such damages. ] 


COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 
IN RE JOHN BRAADLAND, LIMITED. 
December 4, 1911. 


TRADE-MARKS—SIMILARITY. 

A mark consisting of the picture of a bear standing upright, hold- 
ing a gun, and the words “Teddy Bear Brand,” are deceptively similar 
to a mark consisting of the picture of a bear, having one toot resting 
on a fish, and the words “Pioneer Fishery.” 

Mr. A. E. Dowell, for the appellant. 
Mr. R. F. Whitehead, for the commissioner of patents. 


Van OrspEL, J.—This is an appeal from a decision of the 
commissioner of patents refusing registration of a trade-mark to 
be used on canned sardines. The mark consists of the picture 
of a bear standing upright holding a gun, with a scroll above in 
which appear the words “Teddy Bear Brand.” The whole de- 
sign is surrounded by an ornamental panel. 

Registration was refused in view of certain existing regis- 
tered marks, the most prominent one, which will be sufficient for 
this case, being that of the Northwestern Fisheries Company. Its 
mark consists of the picture of a bear having one foot resting 
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upon a fish, the same being surrounded by ornamental scrolls 
and surmounted by the words “Pioneer Fishery.” It appears 
that the latter mark has only been used on canned salmon, but 
the registration includes all kinds of canned fish. The mark 
could therefore at any time in the future be used upon canned 
sardines. The fact that the mark has not been used on sardines 
will not prohibit the owner from so using it at any time. Non- 
user will not deprive the owner of the protection of the courts. 

We agree with the commissioner that the most striking fea- 
ture of these marks is the representation of a bear. The su- 
perscription “Teddy Bear Brand,” instead of constituting a dis- 
tinguishing characteristic of the mark, emphasizes the picture, 
which is the predominating feature of both marks. While there 
is no evidence of confusion, we think the similarity is so great as 
to cause confusion in the mind of the purchasing public. As was 
said in McLean v. Fleming, (96 U. S., 245): 


What degree of resemblance is necessary to constitute an infringement 
is incapable of exact definition, as applicable to all cases. All that courts 
of justice can do, in that regard, is to say that no trader can adopt a 
trade-mark, so resembling that of another trader, as that ordinary pur- 
chasers, buying with ordinary caution, are likely to be misled. 

We think the likelihood of goods bearing either of these 
marks becoming known to the purchasing public as goods of the 
Bear Brand is apparent, especially when the words used on ap- 
pellant’s mark would tend to educate the public in that direction. 
We must, as best we can, foresee the impression that the 
purchasing public would get from using goods bearing these 
marks side by side on the shelves of the trader. As was said 
in Wayne County Preserving Co. v. Burt Olney Canning Co., 


(32 App. D. C., 279): 


These marks, when appearing on the canned goods of the respective 
parties, exposed to the public on the shelves of the retailer are so similar 
as to be likely to cause confusion; and where, as in this case, there is no 
evidence on that subject except the marks themselves, it is the duty of the 
court to protect the prior registrant and user from the probability of any 
such occurrence. 


The decision of the commissioner of patents is affirmed, and 
the clerk is directed to certify these proceedings as by law re- 
quired. 
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JoHNsON Epucator Foop Company v. SyLvANus Situ & Co., 
Inc. 


April 3, 1911 


1. INFRINGEMENT—Goops OF THE SAME DESCRIPTIVE PROPERTIES. 

“Two trade-marks may be said to be appropriated to merchandise 
of the same descriptive properties in the sense meant by the statute 
when the general and essential characteristics of the goods are the same. 
* * * The test is whether there is such a sameness in the distinguish- 
ing characteristics of the goods as to be likely to misleaa the gen- 
eral public.” 

“Crackers, biscuits, bread, and breakfast cereals are not goods of 
the same descriptive properties with salted, smoked, pickled, and 
canned fish. It requires altogether too great a stretch of the imagina- 
tion to conclude that anyone calling for breakfast food would accept 
salted codfish without knowing the difference.” 


Mr. George P. Dike for the appellant. 
Mr. C. A. Barnard for the appellee. 


Ross, J—This is an appeal from a decision of the com- 
missioner of patents [post, p. 96], dismissing the opposi- 
tion of appellant to the registration of the word “Educator” as 
a trade-mark for salted, smoked, pickled_and canned fish. Ap- 
pellant had previously registered the same word as a trade-mark 
for crackers, biscuits, bread, and breakfast cereals, and had built 
up an extensive trade in those products. The opposition is based 
upon the contention that the preparations of appellant are “of 
the same descriptive properties” as the fish products of appellee. 

This is a statutory proceeding and we must, of course, be 
governed by the provisions of the statute relating thereto. Sec- 
tion 4 (b) of the Trade-Mark Act of February 20, 1905, (33 
Stat., 724,) prohibits the registration of two marks “appropriated 
to merchandise of the same descriptive properties,’ and section 
7 of the same act permits a prior registrant or applicant to op- 
pose the registration of a mark “appropriated to goods of the 
same descriptive properties” as his own. 


We think two trade-marks may be said to be appropriated to mer- 
chandise of the same descriptive properties in the sense meant by the 
statute when the general and essential characteristics of the goods are 
the same. * * * The test is whether there is such a sameness in the dis- 
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tinguishing characteristics of the goods as to be likely to mislead the 
general public. (Phoenix Paint & Varnish Co. v. John T. Lewis & 
Bros., 32 App. D. C., 285; Walter Baker & Co., Limited v. Harrison, 32 
App. D. C., 272.) 


Unless, therefore, there are no distinguishing characteristics 
between the goods of the respective parties, we have no author- 
ity to interfere with the award of registration to appellee. We 
think the case ruled by our decision in the Muralo Co. v. National 
Lead Co., present term, (36 App. D. C., 541; 165 O. G., 475). In 
that case the Muralo Company sought registration of a mark for 
calcimine. The opposition was upon the ground that calcimine 
was of the same descriptive properties as white lead, to which 
the opposer’s mark applied. The court speaking through Mr. 
Chief Justice Shepard, said: 


The real question is whether the use of the figure of a Dutch boy 
on one package and that of a Dutchman on the other is calculated to 
mislead an ordinary person seeking to buy white lead, into buying a 
package of calcimine. Bearing in mind the essential differences between 
the two articles, we think it impossible that such should be the case. 
The purchaser has some definite use in view and must know whether 
he wants white lead to compound into paint, or for other purposes, or 
whether he wants calcimine. * * * The fact that one intending to 
use oil paint for interior walls calls for white lead, but may be induced 
to use calcimine instead upon the representation that it is cheaper and 
when put on the wall can not be distinguished from oil paint by any- 
one but an expert, does not make a case of confusion in trade. 


In the present case it requires altogether too great a stretch 
of the imagination to conclude that any one calling for break- 
fast food would accept salted codfish without knowing the differ- 
ence. The general and essential characteristics of the two 
products are dissimilar, and while each is prepared for human 
consumption no confusion such as the statute contemplates can 
possibly arise in the mind of the public if the two products are 
sold under the same mark. 

The decision of the commissioner is therefore affirmed and 
the clerk will certify this opinion as by law required. 
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THE COMMISSIONER OF PATENTS 
Jackson Company v. Rocers & THOMPSON. 
(174 O. G., 1025.) 
December 4, 1911 


1. INFRINGEMENT—Goops oF SAME DESCRIPTIVE PROPERTIES. 

Silk and cotton and silk mixed piece goods, are of the same de- 
scriptive properties as cotton sheeting and shirting and cotton piece 
goods and blankets. 

2. INFRINGEMENT—CONELICTING MARKS. 

A mark showing several owls grouped under the branch of a tree 
is deceptively similar to another mark, showing a single owl on the 
branch of a tree, and word “Ko’ Ko Ko.” 

Mr. Frederick P. Fish, for Jackson Company. 
Mr. Joseph L. Levy and Mr. A. M. Bunn, for Rogers & 
Thompson. 


Moore, Commissioner.—This is an appeal by Rogers & Thomp- 
son from the decision of the examiner of interferences sus- 
taining the opposition of the Jackson Company to the registra- 
tion of appellant’s trade-mark. 

The present appeal raises two questions—first, as to the 
similarity of the goods to which the marks of the applicant and 
opposer are respectively applied and, second, as to the similarity 
of the marks themselves. 

The marks belonging to the opposer upon which this pro- 
ceeding is based are shown in registrations Nos. 12,188 and 65,- 
595. These marks are described as used upon cotton sheetings 
and shirtings and upon cotton piece goods and blankets, more 
specifically described as bleached, gray, printed, and fancy cot- 
ton piece goods and blankets. 

The applicant seeks to register the mark for use on silk and 
cotton and silk mixed piece goods. In my opinion the examiner 
of interferences was right in holding that the goods of the re- 
spective parties as thus described are of the same descriptive 
properties. It is believed that the ordinary purchaser would upon 
seeing similar marks displayed upon these classes of goods as- 
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sume that they were produced by the same manufacturer. It is 
to be noted that applicant itself at first sought to register the 
mark for cotton piece goods as wel as silk piece goods and cotton 
and silk piece goods. This is very persuasive evidence that the 
ordinary purchaser might expect these classes of goods to be 
produced by the same manufacturer. 

The marks of the opposer consist of the representation of 
an owl sitting upon a branch of a tree and having printed there- 
under the word “Ko’ Ko Ko” in one instance and the words ‘Ko’ 
Ko Ko Sheetings” in the other. Applicant’s mark consists of the 
representation of a number of owls with outspread wings 
grouped under the branches of a tree. In each of these marks 
the representation of the owl is believed to be so prominent as 
to be the controlling feature—the one which a purchaser would 
be likely to keep in_mind as identifying the manufacturer. The 
fact that one mark shows a number of owls instead of one and 
the other differences in detail which exist are not believed to so 
differentiate the marks as to avoid the likelihood of confusion. 
I am therefore of the opinion that the examiner of interferences 
was right in sustaining the opposition of the Jackson Company, 
and his decision is affirmed. 


Ex Parte, F. R. CHAMBERLAIN COMPANY 
(174 O. G., 1026.) 
January 3, 1912 


REGISTRATION—A PPLICATION—DESCRIPTION OF Goops 

Where the labels filed with the application defined the goods as 
“a blend of rock-candy and maple syrup,” the description “table syrup” 
in the application is sufficiently definite. 


Messrs. Small & Small, for the applicant. 


Moorr, Commissioner.—This is a petition from the require- 
ment of the examiner of trade-marks that applicant’s particular 
designation of its goods be amended by substituting for the words 
“table syrup” the words “a blend of rock candy and maple syrup,” 
to accord with the reading of the label filed as one of the speci- 
mens. 





94 THE TRADE-MARK REPORTER 


The position of the examiner is that the words “table syrup” 
do not particularly describe applicant’s goods within the mean- 
ing of the act of May 4, 1906, because, while all goods to which 
that term is applicable doubtless come within a single class of 
those established by the office under the act mentioned, the words 
might be construed to include articles which, in the opinion of 
the examiner, are not of the same descriptive properties. He 
suggests that strained honey might properly be termed a “table 
syrup,’ but is not of the same descriptive properties as maple 
syrup, molasses, cane-sugar syrup, etc. 

I am of the opinion that the expression used by the applicant 
defines its goods with sufficient particularity to comply with the 
statute. Whether it is open to the objection specifically cited by 
the examiner is at best problematical. It would seem that all 
articles which can properly be classed as table syrups must be 
considered goods of the same descriptive properties. The ex- 
pression appears to be fully as specific as those upheld in the 
case of ex parte IVinhorst & Co., (164 O. G., 249) and ex parte 
Columbia Cotton Oil and Provision Corporation, (163 O. G., 
977). 

The petition is granted. 


ALEXANDER MILLING Co. v. VERNIER 


(174 O.-G., 1026.) 
December 13, IQII 


TRADE- MARKS—SIMILARITY., 

A mark consisting of the representation of a man of joyful or 
hilarious expression, with the words “O B Joyful” is not deceptively 
similar to a mark consisting of the letters “O. B.” 


Mr. Homer C. Underwood, for The Alexander Milling Co. 
Messrs. Milo B. Stevens & Co., for Vernier. 


BILLINcs, First Assistant Commissioner.—This is an appeal 
by The Alexander Milling Co. from a decision of the examiner 
of inferences sustaining a demurrer to the notice of opposition 
and dismissing the opposition. 
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The mark sought to be registered consists of the pictorial 
representation of a man having a joyful and hilarious expression, 
with the words “O B Joyful” thereover and the word “Flour” 
thereunder. 

The opposition is based upon the grounds that the opposer 
has long used a mark consisting of the letters “O B,” and the 
record shows that this mark was registered on December 12, 
1905, to Matthew Alexander, who, the notice of opposition shows, 
is one of the parties doing business under the firm name of The 
Alexander Milling Co. 

The only question raised by the demurrer is whether the 
marks are so similar as to be likely to cause confusion in the 
mind of the public and deceive purchasers. The notice of opposi- 
tion does not allege that there has been actual confusion. 

In the recent case of Carmel Wine Company v. California 
Winery (decided December 4, 1911, 174 O. G., 586,) the court 
of appeals considered an application for the cancellation of a 
mark consisting of a picture of an oriental scene having in the 
corner thereof the representation of two men bearing a bunch of 
grapes. The application for cancellation was filed by a party 
who used as its trade-mark the representation of two men 
bearing a bunch of grapes. The court stated that 


it goes without saying that no one has a right to incorporate the mark 
of another as an essential feature of his mark. 

In that case there was no particular connection between the 
representation of the two men bearing the grapes and the re- 
mainder of the registrant’s mark. The two marks were separate 
and distinct from each other. In the present case while ap- 
plicant does show the letters “O B” they are used in such a way 
as to become a composite part of the mark, so that the significance 
of the mark as a whole is entirely different from that of the 
opposer. In other words, in the case above cited the represen- 
tation of the two men bearing a bunch of grapes might well be 
the feature of the mark which would identify the goods of the 
registrant in the minds of the public, whereas in the present case 
it seems improbable that the goods of the applicant would be 
known as the “O B” goods. 
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The likelihood of confusion arising by the contemporaneous 
use of the marks of the applicant and opposer is believed to be 
so remote that registration should not be refused. As pointed 
out by the examiner of interferences, the question of likelihood 
of confusion should not be determined on demurrer if any doubt 
exists as to the probability of such confusion; but it is not seen 
in the present case that any testimony could be presented which 
would materially aid in determining that question. 

The decision of the examiner of interferences is affirmed. 


JoHNson Epucator Foop Co. v. SytvANus SmirH & Co., INc. 
January 9, 1910 


1. TrRADE-MARKS—Property RIGHT THEREIN. 

It is well settled that there is no abstract property right in trade- 
marks. The use of a trade-mark by one manufacturer or vendor upon 
an article will not prevent another from adopting the same trade-mark 
for an article of different descriptive properties. 

. Goops oF THE SAME DESCRIPTIVE PROPERTIES. 

Goods are of the same descriptive properties when adapted to the 
same purpose, or such as in the ordinary expansion of business would 
eventually be included in the output of one concern. 

3. OppositTionN—LIKELIHOOD OF INJURY. 

The use of a mark upon fish products is not likely to injure the 
owner of the same mark as applied to bread, crackers, and similar 
foodstuffs. An opposition by the latter to the former’s registration of 
the mark was dismissed. 


ty 


Messrs. Macleod, Calver, Copeland & Dike, for Johnson 
Educator Food Co. 


Mr. O. H. Fowler, for Sylvanus Smith & Co., Inc. 


For opinion on appeal, see avte, p. 90. 

TENNANT, Assistant Commissioner.—This is an appeal from 
the decision of the examiner of interferences sustaining the no- 
tice of opposition filed by the Johnson Educator Food Co. and 
adjudging that Sylvanus Smith & Co., Inc., is not entitled to regis- 
ter the word “Educator” as a trade-mark for salted, smoked, 
pickled, and canned fish—to wit, salted codfish, chips of halibut, 
smoked halibut and herring, pickled bloater, herring, and bloater- 
mackerel, and canned sardines, shrimps, and clams, in Class 46, 
foods and ingredients of foods. 
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It is alleged in the notice of opposition of the Johnson 


Educator Food Co. that the trade-mark “Educator” is used by it— 


upon the food products hereinafter named, to wit: bread, crackers, 
biscuits, wafers, rusks, cookies, prepared gluten foods, breakfast cereals, 
flour (excepting fine wheat-flour), meal, crushed grains, selected whole 
grains, selected rice. 


It is further alleged that the use of the trade-mark ‘Edu- 
cator” upon fish products, above enumerated, which are placed 
in boxes or cans, with the labels applied thereto, would be likely 
to cause confusion in the minds of the public to the damage of 
the opposer, for the reason that the articles to which the trade- 
marks are applied are sold in trade to the same wholesale and 
retail dealers and are so closely allied to each other that pur- 
chasers who are familiar with the Johnson Educator Food Co.'s 
food products are caused to believe that the articles are products 
of the same manufacturer. 

The testimony presented in behalf of the Johnson Educator 
Food Co. clearly shows that the mark “Educator” was adopted 
by one Dr. William L. Johnson, a dentist, for crackers which con- 
tained ingredients which were, in his opinion, better than those 
contained in the ordinary commercial crackers on sale at that 
time. Subsequently the use of the trade-mark “Educator” was 
extended by Dr. Johnson and his successor in business, the John- 
son Educator Food Co., to include the articles above enumerated. 
It is clearly shown that the goods of the Johnson Educator Food 
Co. are recognized by purchasers to be of a high class. The 
goods bearing the trade-mark “Educator” were extensively ad- 
vertised, and the sale extended throughout th United States and 
several foreign countries. Hopkins, the general manager of 
the Johnson Educator Food Co., testifies that during the last 
three years upward of one hundred thousand dollars have been 
expended in advertising the “Educator” products of the com- 
pany. 

Sylvanus Smith & Co., Inc., the applicant, first applied the word 
“Educator” as a trade-mark for fish in July or August, 1908. 
The goods sold by this company are mostly packed in pasteboard 
cartons, wooden boxes, glass jars, and tin cans, each of which 
bears the word “Educator,” the use being somewhat similar to 
that employed by the Johnson Educator Food Co. on its mer- 
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chandise. The testimony clearly shows, and it is not disputed, 
that all the packages of Sylvanus Smith & Co., Inc., bear either 
the words “Packed at Gloucester, Mass., by Sylvanus Smith & 
Co., Inc.,” or “Packed for Sylvanus Smith & Co., Inc.” 

The story of the adoption of the mark by Sylvanus Smith 
& Co., Inc., is briefly given by Howard F. Smith, the treasurer 
of the applicant company, as follows: 

X-Q 60. What conversation did you have with Mr. Merchant in regard 
to the use of the word “Educator” as a trade-mark for fish at or about 
the time when you decided to use it? 

A. Mr. Merchant and myself looked over the field to find a word 
under which to put our best products; after a careful look through a 
trade-mark journal we found the word “Educator” was not used upon 
fish and decided to adopt it. Mr. Merchant was in favor of using the 
word called “Edgewood” or “Wedgewood,” I do not remember which; 
that being too near a trade-mark formerly used by Shute & Merchant 
Company, we decided on the word “Educator.” 

It may, in my opinion, be fairly inferred from the testimony 
that Smith was aware of the use of the trade-mark “Educator” 
upon crackers at the time the mark was adopted by the appli- 
cant. The testimony in behalf of the respective parties upon the 
question of the likelihood that an ordinary purchaser would be 
deceived into believing the goods sold by the applicant under 
the name “Educator” were of the manufacture of, or selected by 
the opposer is, as is usual in cases of this character, conflicting. 
Several of the witnesses in behalf of the opposer state that they 
have been asked whether the Johnson Educator Food Co. has ex- 
tended its trade to fish products. It is therefore contended in 
behalf of the opposer that the public would be led to believe that 
the merchandise put on the market by the applicant was manu- 
factured by the Johnson Educator Food Co. 

It is also shown that benzoate of soda is used as a preserva- 
tive in some of the packages of fish products. The contention, 
however, that the merchandise of the opposer would be damaged 
by the public belief that benzoate of soda is used in the bakery 
products of the opposer is, in my opinion, entitled to little, if any, 
weight. It is believed to be generally recognized that fish is of 
such a character that preservation must be attained by hermetical- 
ly sealing or by the use of a preservative compound—as, for ex- 
ample, common salt or other chemical having the same effect; 
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but it is incredible that the general public would, upon being ad- 
vised that benzoate of soda was used in fish products, infer that 
preservatives of this character were employed in bakery products. 
It is well settled that there is no abstract property right in 
trade-marks. As stated in Paul on Trade-Marks, section 18: 


It is property only when appropriated and used to indicate the origin 
or ownership of a commercial article. The trade-mark has no separate, 
abstract existence, but is appurtenant to the goods designed. It dees not 
partake of the character or nature of a patent or copyright. 


The use of a trade-mark by one manufacturer or vender 
upon an article will not prevent another manufacturer from 
adopting the same trade-mark for an article of different de- 
scriptive properties. Section 5 of the Trade-Mark Act, which 
deals with the registration of trade-marks, provides— 


that trade-marks which are identical with a registered or known trade- 
mark owned and in use by another, and appropriated to merchandise of 
the same descriptive properties, or which so nearly resemble a registered 
or known trade-mark owned and in use by another, and appropriated to 
merchandise of the same descriptive properties, as to be likely to cause 
confusion or mistake in the mind of the public, or to deceive purchasers, 
shall not be registered. 

It is to be observed that this statute does not prohibit the 
registration of a trade-mark used by another upon merchandise 
of different descriptive properties from that of a known or regis- 
tered mark. Unless, therefore, it 1s held that the merchandise 
of the applicant is of substantially the same descriptive proper- 
ties as that of the opposer the applicant is clearly entitled to 
registration. As stated by the Court of Appeals of the District 
of Columbia in the case of Battle Creek Sanitarium Company, 
Limited v. Fuller, (134 O. G., 1299; 30 App. D. C., 441): 

It is not sufficient for the opponent to say that he believes he would be 
damaged. He must allege some fact showing an interest in the subject- 
matter from which damage might be inferred. If he has not used the 
mark as a trade-mark upon goods of a like description he can suffer no 
damage from its registration by another. (Mcllhenny’s Son v. New 
Iberia Extract of Tabasco Pepper Co., C. D., 1908, 325; 133 O. G., 995.) 

It is contended in behalf of the opposer that both the goods 
of the applicant and of the opposer belong to the general class 
of food products, and counsel for the opposer has in his brief 
quoted from several decisions of the court dicta, which, if read 
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without reference to the facts upon which the decisions are based, 
would appear to support the opposer’s contention. Reference 
is first made to the case of Il’alter Baker & Co., Limited v. Har- 
rison, (138 O. G., 770; 32 App. D. C., 272,) in which the Court 
of Appeals of the District of Columbia said: 

Things may be said to possess the same descriptive properties when 
they can be applied to the same general use. 

It may be observed that in that case the merchandise under 
consideration was coffee, on the one hand, and cocoa and cocoa 
products, on the other. The court said: 

Coffee and cocoa, when used as beverages, are at once associated as 
belonging to the class of beverages in general domestic use. They belong 
to the class of beverages universally used on the table and sold in pre- 
pared packages for that purpose. 

It is evident from this statement that the decision was based 
upon the fact that the particular sort of beverage used by the 
one could be substituted for that used by the other. The state- 
ment, therefore, above quoted, as well as the statement also con- 
tained in that decision that— 

a mark should be denied, not only when used upon goods of the same 


descriptive properties as a similar registered mark, but when used on 
goods belonging to the same general class. 


must have have been intended to mean goods which might have 
been used as a substitute for the goods of the registrant, as ap- 
pears from the following quotation from the same decision: 


Coffee and cocoa are used to a large extent for the same purposes. 


In the case of Church & Dwight v. Russ (99 Fed. Rep., 276) 
it was said that 





goods are in the same class whenever the use of a given trade-mark or 
symbol on both will enable an unscrupulous dealer readily to palm off on 
an unsuspecting purchaser the goods of the infringer as the goods made 
by the owner of the trade-mark, or with his authority and consent. 


In that case the plaintiff had used his trade-mark upon bak- 
ing soda and saleratus only. The defendant’s mark was used 
upon baking powder. The goods of both parties were adapted 
to be used for the same purpose. 


In the case of Phoenix Paint & Varnish Company v. John 
T. Lewis & Bros., (139 O. G., 990; 32 App. D. C., 285,) re- 
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ferred to by the opposer, the merchandise of one party was paste 
paints and the other ready-mixed paints. Manifestly both were 
adapted to the same use. 

In the case of the American Stove Company v. The Detroit 
Stove Works (134 O. G., 2245; 31 App. D. C., 304) one was a 
coal stove and the other a gas stove. Again manifestly both 
are of the same descriptive properties. 

In the case of Collins Co. v. Oliver Ames & Co., Inc., (18 
Fed. Rep., 561,) the facts in which are perhaps more closely 
analogous to those of the present case than any of those above 
cited, the plaintiff had employed the mark upon edge-tools and 
had extended its manufacture beyond edge-tools to digging-tools, 
such as picks and hoes, and had always put the mark “Collins & 
Co.” upon the best quality of its articles. It was held in that case 
that the fact that it did not before 1856 make a digging-tool, 
such as shovels, on which in 1856 Ames & Son put the mark 
“Collins & Co.,” does not warrant the conclusion that the mark 
was not in 1856 the mark of the plaintiff company in respect 
to shovels. The extension of trade protected in that case was 
manifestly in the same line—namely, metal or digging tools. 

In each of the cases to which my attention has been directed 
or which I have been able to find, registration of a mark was 
denied an applicant or a defendant was enjoined only where the 
merchandise was adapted to the same purpose or the alleged in- 
fringing mark was upon merchandise which the plaintiff would 
in the ordinary expansion of his business eventually include in 
the output of his concern. 

The testimony presented in this case clearly shows, and in 
fact it is within the knowledge of the general public, that bakers 
do not pack fish. In the present case the merchandise of the 
respective parties is not such that the one could be substituted 
for the other. I can see, therefore, no reason to believe that the 
purchaser of the applicant’s fish would be led to believe that the 
Johnson Educator Food Co. packed fish in connection with the 
manufacture of its baking products. The preparation of fish, 
furthermore, is of a character that is so remote from the manu- 
facture of baking products that the natural expansion of busi- 
ness would not include this merchandise. 
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I am therefore of the opinion that the statements contained 
in the decisions quoted by counsel for the opposer, when read 
in connection with the facts upon which the decisions are based, 
are not susceptible of such a broad interpretation as to be ap- 
plicable to the present case. 

The case of George et al v. Smith et al. (52 Fed. Rep., 830) 
is, in my opinion, more analogous to the present case than any 
of the decisions cited by the opposer. In that case the plaintiffs 
were packers of salmon, using the word “Epicure” as a trade- 
mark therefor. The defendants also used the word “Epicure” 
upon canned salmon, but contended that they were entitled to 
this mark for the reason that prior to the adoption by the plain- 
tiffs of the word “Epicure” said defendants had used this mark 
upon canned tomatoes and peaches. In that case the court said: 


The rights of the parties must be ascertained and measured by the 
‘situation as it existed in 1885 when complainants entered the field. Had 
they the right at that time to use the word “Epicure”? If the defendants 
had then sought to restrain the complainants’ use of the word they would, 
in all probability, have been promptly dismissed from court with the in- 
formation that their business as dealers in fruit could not be injured by 
the use of the term “Epicure” in salmon-packing. No one who has not 
permanently parted with his wits could purchase a can of salmon sup- 
posing he was getting a can of tomatoes. “Epicure” when used, in 188s, 
by the defendants meant fruit; when used by the complainants it meant 
salmon. If the complainants’ use of the word could not have been enjoined 
in 1885 their right to it should not be destroyed now. If lawful then it 
should be protected now. The word was free to the complainants, They 
were engaged in a distinct line of industry. Its use could not possibly 
have harmed the defendants. * * * 

The reasoning of some of the authorities would indicate that the 
defendants had a right to use the brand in connection with other fruit 
and vegetables, analogous to tomatoes and peaches, but to assert that they 
have the right to use it on all canned goods is carrying the doctrine far 
beyond any reported case. Beer and nails do not belong to the same class 
of merchandise because both are sold in kegs. The fact that the defend- 
ants have subsequently extended their business so as to include fish and 
other articles of food does not avail them, neither would the fact if it 
existed, that, at the time they adopted the word “Epicure” they intended 
in the future to embrace these articles. 


For the reasons above stated I am clearly of the opinion 
that there is no such likelihood that the use of the word “Edu- 
cator” upon fish products will injure the opposer as to warrant 
the denial of registration of the applicant’s trade-mark. 


The decision of the examiner of interferences is reversed. 
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TRADE- MARKS—SIMILARITY. 

Two trade-marks each of which includes the picture of a peacock 
with outspread tail are so similar that their contemporaneous use would 
be liable to cause confusion in the minds of the public. 
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Moore, Commissioner.—This is an appeal from the decision 
of the examiner of trade-marks refusing to register a trade-mark 
for beer, consisting of the representation of a top upon which 
appear the words “Gold Top” and the picture of a peacock with 
outspread tail. 

Registration was refused on the ground that the mark re- 
sembled too closely those shown in registrations numbered 29,313 
to Thomas Mullen & Co. and 31,318 to Weisbrod and Hess. Each 
of the marks upon which registration was refused includes the 
representation of a peacock with tail outspread. One of them 
also includes the word “Rheingold’’ and other minor features 
and the other the representation of a sign-panel upon which the 
peacock appears, together with the words “Ye Peacocke Ale,” 
the name of the company, and other descriptive and advertising 
matter. 

In my opinion the representation of the peacock in the ap- 
plicant’s mark and in that of each of the references cited is so 
prominent and so similar in appearance that the concurrent 
use of the marks upon goods of the same descriptive properties 
would be likely to cause confusion in the mind of purchasers. 
It seems more than likely that in the case of each mark the 
figure of the peacock would be the feature retained in the mind 
of the ordinary purchaser as identifying the goods. 

In his argument applicant has drawn attention to the regis- 
tered mark of F. Reisch & Bros., No. 22,288. It claims to be 
the successor to the rights of the registrant of that mark, and 
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it is pointed out that this registration is earlier than either of 
those cited against applicant and that it includes, among other fea- 
tures, the representation of a peacock. It is argued that this is 
evidence not only that applicant has the prior right to the use 
of the peacock as applied to beer, but that the registrant whose 
marks are cited against applicant were not, in fact, the originators 
of their mark. The latter fact, it is contended, brings the case 
within the ruling of the court in the case of Nestle and Anglo- 
Swiss Condensed Milk Company v. Walter Baker & Co., Ltd., 
(167 O. G., 765; 37 App. D. C.,) wherein the following statement 
was made: 

As above noted, appellee copied rather than originated its mark. 
Indeed, if its contentions in Walter Baker Co. v. Harrison (32 App. D. C., 
272) and in the present case, should be accepted to their full extent, it 
would be a question whether it ever had any right at all to the mark. 
Certain it is that not being the originator of the mark it has no right to 
exclude every one else from using the representation of a woman as a 
trade-mark upon similar goods, (Liggett & Myers Tobacco Co. v. Finzer, 


128 U. S., 182,) conceding for the purposes of this case only that it might 
have had that right had it been an originator instead of a copier. 


That case, however, is clearly distinguishable from the pres- 


ent one. There the mark referred to as not original was copied 
substantially in its entirety from another source, and the question 
was as to the similarity of such mark in its entirety to another 
mark for which application for registration had been made. Here 
it is not contended by applicant that the marks as shown in the 
references are not original with the registrants, except as to the 
representation of the peacock therein; but the registration upon 
which it depends to show that this is old shows a very different 
peacock and appears to make no particular point of its use. It 
embodies several other features quite as prominent, if not more 
prominent; the peacock is relatively small, its tail is folded, and 
it is not so disposed as to attract attention. 

The question here is not broadly as to the right to the regis- 
tration of a picture of a peacock as applied to beer, but only 
whether the particular mark which applicant seeks to register is 
so like or so similar to marks owned by others as to be likely to 
cause confusion. It is believed that registration was properly 
refused. 


The decision of the examiner of trade-marks is affirmed. 








